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I. Introduction to Trademark & Unfair Competition 
a. Sources and Nature of Trademark Rights
The Trademark Cases:  1879  p. 3

-  Issue is whether Congress has the authority to make legislation in regards to TM.

-  Right to adopt symbols or devices to distinguish goods or property sold has been recognized by the CL and the English Courts.

-  If Congress has the power to regulate the subject matter it must be found in the Constitution.

· 1)  Author and Inventor Clause:  Art. I, Sec. 8, Cl. 8 – Authorizes Congress “to promote the progress of Science and useful arts, by securing for limited times, to authors and inventors, the exclusive right to their respective writings and discoveries.”

· No qualifications or conditions necessary for TM.  Only have to be first to register

· 2)  Commerce Clause:  “The Congress shall have power to regulate commerce with foreign nations, and among the several States, and with the Indian tribes.”  

· Argument:  TM is such a valuable aid of commerce that its regulation belongs to Congress.

· However, Problem with Commerce Clause Argument:  Trade between citizens of the same state is beyond the control of Congress.
· Language of the Act:  “Any person or firm domiciled in the US, and any corporation created by the US, or of any State or Territory thereof…may by registration obtain protection for his trademark.”  
· No requirement that person be engaged in commerce which Congress can regulate and anyone in any country can register for protection.

· Purpose of Act:  Establish a universal system of TM registration.

Class:  SC says that TM was so well understood that it doesn’t require the citation of authority.

Class:*  Purpose of TM – p. 17

1)  Search Costs – Makes it more efficient to find goods

2)  Encourages the production of Quality Merchandise – Dell wants to make quality merchandise if they are putting their brand name on it.

3)  Prestige – If Coca cola spends years building up their TM, their prestige (that they built up) should be protected. 

Hanover Star Milling Co. v. Metcalf:  1916  p. 7

-  Primary function of TM is to identify the origin & ownership of article to which it is affixed
-  2nd party can’t apply same label to suggest they were the 1st good.  This would deprive the 1st party of profits from the sales which the buyer intended to buy.

 -  If 2nd party uses same label as the first party on different type of good, then it is acceptable
Mishawaka Rubber & Woolen MFG. Co. v. S.S. Kresge Co.:  1942  p. 9

-  Mark conveys the desirability of the good.  Once this is achieved, then there is value and redress is possible if breached.

Yale Electric v. Robertson:  1928  p. 9

-  The owner vouches for the goods with his seal.  If this seal is used by another person, it hurts the reputation of the first owner who has no control.

Prestonettes, Inc. v. Coty:  1924  p. 9

-Product COTY used in perfume.Term COTY used on label and COTY brings suit for use of TM
-  **  TM does not prohibit the use of the word or words
-  Party can use a trademarked word if it doesn’t deceive the public and it is truthful

Notes: Act of 1905 and LA extended TM protection to marks used in interstate commerce  

-  State TM and unfair competition laws do exist.  However, most state TM laws are consistent with the principles developed under the Federal law.

-  **  TM rights do exist without registration.  

-  Unfair Competition:  Action for infringement of an unregistered TM.

-  Copyright and Patent Clause:  Art. I, Sec. I, Cl. 8 – Copyrights and patents are granted to give incentives to creative and innovative conduct (and investment in it).

-  Ultimate purpose of Copyright and Patents:  Give public access to a richer and more diverse array of creative products.

-  Copyright:  Life of the author plus 70 years.  If work is within the scope of employment, the employer is the author and owner of the copyright.  Neither notice nor registration is strictly relevant for the existence of the copyright.

-  Patents:  Exist for 20 years from the date for the filing of the patent application.  The rights arise only from the issuing of the patent.  

-  Invention must be 1)  Novel, 2)  Non-obvious, 3)  Useful


-  Patent is harder to get, but the rights are much greater than a copyright

b. Nature of Unfair Competition Law

-  Unfair competition is broader than TM infringement.

International News Service v. Associated Press:  1918  p. 13

-  INS copied AP report, distributed report to its newspaper before AP papers received the stories
-  P argues that once the story is distributed to the public, it becomes a common possession.

-  D argues that transmitting for commercial purposes is diff. than reader just discussing article
-  Decision:  Unfair Competition b/c the stealing party did not have to pay for gathering the news (yet gained the benefits).

  -  This does not give the original owner a monopoly over the news.  However, it can postpone participation of competitor only so the gatherer can reap the benefits from their expenditures.

Note:  INS ruling narrow but rarely invoked successfully.  

Dastar Corp. v. 20th Century Fox Film Corp:  2003  p. 15

-  Lanham Act:  Intended to make “actionable the deceptive and misleading use of marks,” and “to protect persons engaged in … commerce against unfair competition.”

-  However, the Lanham Act is not the overall law of unfair competition.

Notes:  Foreign Countries courts use UC to provide relief in a wide range of competitive contexts

c. Purposes of Trademark Law

-  When the buyer wants a particular product, he should be able to get it.

-  When the owner spends time, energy and Money on a product, their investment is protected.

McClure, Trademarks and Competition:  The recent history  (1996)

-  There is a trend in infringement cases to give greater protection of the TM with the LA
-  Economic analysis (by Posner and Easterbrook):  Theory reduces the function of the TM to a single goal of economic efficiency to maximize wealth.
1)  TM conveys information to consumers and lowers the cost of searching for products (this leads to a more competitive market)

-  Confusingly similar marks confuses consumers in search and results in a free-rider situation
2)  This may induce the supplier to adhere to a consistent level of quality.

-  TM holder can’t obtain rights to merely descriptive words because it is free-ride on language.

-  *  Posner:  Competition is not impaired by giving a perpetual monopoly on the TM’d name because there are an infinite number of potential brand names for a new product).


-  However, Generic names can’t be TM’s because only a few common words can 
describe a product (like “Car” or “automobile”)

d. Modern marketing and Trademark Law
Swann,  Dilution Redefined for the Year 2002 (2002)

-  In the late 1800’s, it was cheaper to make goods instead of buying them and there was not as much importance in brand names (relied on local store owner)

-  At the turn of the century, society began to revolve around large corporations.  (Consumption-oriented society dominated by large corporations)

-  Brand Identity:  Powerful information for customers.  Consumers use brands to convey information about themselves (Brand names on clothing, cars)

-  Brands also help the consumers avoid Risk [You know the quality of the brand]

-  Provides a wider array of product points and price points.

Cognitive Psychology:  Certain brands become cultural icons (like Harley Davidson and Apple – People “join” them).  Brands become a total identity and each has its own personality.

Kozinski:  TM unplugged  (1993)  p. 24

-  When TM are used on goods other than its main use (Such as on T shirts), acquire certain charac. that are different & sometimes inconsistent w/ traditional role as identifier of a source
-  The author must understand that brands are imbedded in all forms of society and other people use the brand names.  To some extent, they lose control (but not all of it)

Didwoodie:  (National) TM laws and the (non-national) Domain Name System  (2000)  p. 27

-  Domain names say little about the nature or location of the domain name registrant.

- There are uniform registration practices for web sites since it is all done by one body (ICANN).

-  Web sites are given on a first come, first serve basis.

-  It is hard to assess whether a TM is “used” in cyberspace.  Is the registration of the domain name enough to consider it “used”

e. An Illustration – Velvet Elvis

Elvis Presley Enterprises v. Capece:  1998  p. 30

-  P is a Corp. that has all of the TM and © from Elvis estate

· 2 restaurants in Graceland and they are considering opening clubs in the future, However, no © or TM for restaurants.  

-  D opens restaurant/bar “Velvet Elvis” in Texas - PTO gave D TM for “Velvet Elvis”
-  D uses Elvis on flyers advertising bar and at one point has Elvis images in bar.  The bar is a 60’s parody bar with beaded curtains, nude portraits, lava lamps - Food named after elvis songs
-  D argues it’s a parody and it won’t cause confusion.

Service Mark and Décor – No infringement

Type of TM (Strength of mark)

-  The stronger the mark, the more protection it is given.

-  Confusion can be avoided if the mark is used primarily as parody or social commentary.

-  Phrase “velvet elvis” has come to mean “tacky” “cheesy” –Has specific meaning in our culture
-  It is clear that when you walk in the bar that it is a parody of the 60’s.  It won’t mislead customers into believing that the bar is affiliated with P.
Degree of similarity
-  Not enough similarity between the marks

-  The marks have entirely different meanings.  It doesn’t matter that they are similar.

Similarity of Products
-  P’s restaurants are merely bi-products of Graceland (however planning on opening clubs)

-  This is a successful parody.  It is clearly different from any of P’s restaurant

Defendant’s Intent
-  Clear that D was making a parody therefore there was no intent to create confusion.

Actual Confusion
-  Absence of actual confusion (no one actually complained or was confused) raises the presumption against likelihood of confusion.

Advertisements – Infringement (under CL and Lanham Act)

-  Ads used Elvis image and there was no indication of parody.

-  They used Elvis drawing power to get people to bar

-  The word “velvet” was smaller and took away from the meaning of “velvet Elvis”

-  Actual confusion

Dilution – No Dilution (No tarnishment)
-  Goal of Dilution theory is to eliminate any risk of an erosion of the public’s identification of a very strong mark with P alone.

-  Tarnishment:  Arises when P’s TM is linked to products of poor quality or portrayed in an unwholesome manner.

-  Here there is no indication that nude paintings had any other affect than on mere parody.  No evidence of a derogatory connection with Elvis in the public mind

Right of Publicity – No violation
-  Use of Elvis Picture in ads violates TX laws (Because it helps sell goods)

-  However, use of Elvis in Décor is acceptable because it does not help to sell any goods.

-  Use of Elvis Songs in food names is clearly humorous and supports overall parody.

Notes*  5th Cir. Eventually overturns this case

· Parody could have been achieved without the “Elvis” name

· Therefore the court should not have relied on parody rationale.

II. Distinctiveness

i. Statutory Sections:  §45, Restatement (Third) of Unfair Competition, Section 9, TRIPS Article 15(1), EC Trademark Directive Article 2

a.
Spectrum of Distinctiveness
Trademark:  Word, name symbol, device or other designation that is distinctive of a person’s goods or services & identifies & distinguishes their product from goods & services of others
Service Mark:  Trademark that is used in connection with services.

-  Ex:  Promo Activity.  Routine promotional activity in connection with goods does not separately qualify as services

Trade Names: Subset of TM-Can’t be reg. w/ PTO but can be protected under unfair competition

**  Abercrombie & Fitch v. Hunting World:  1976  p. 51

-  P sold a variety of clothes under the TM “Safari.”  D used Safari on its clothes

*  4 Classes of Trademark Status

· 1)  Generic – Least protection – (Not protected under the Lanham Act)

· 2)  Descriptive -  If it conveys an immediate idea of the ingredients of the goods (Not protected under the Lanham Act)

· 3)  Suggestive – If it requires imagination to figure out the nature of the goods

· 4)  Arbitrary or fanciful – Most protective

-  The status may be determined depending on its use (Ex.  Ivory may be generic when discussing tusks, but arbitrary when discussing soap)

-If suggestive or arbitrary term becomes generic as result of their advertising, lose TM protection
-  The term may be generic in one market but not in another

· Ex:  Safari may be generic for hats, but not belts

-  Company can not register a generic name because this would give the co. a monopoly on the product since a competitor would not be able to describe the product in advertising

Decision:  Safari is a generic name for specific types of clothing.  However, it is not generic for boots or shoes (it is only suggestive or merely descriptive)

· Everyone knows what a “safari hat” looks like and it is traditionally khaki colored

-  Class: 1) Generic – Genus to which the product is a species.  Class of which an individual article is but a member – Aspirin is generic, Xerox is not generic, Band-Aid is not generic

2) Descriptive – Identifies a characteristic or quality of an article.

3) Suggestive -  Requires a leap to understand what it means. Google (Suggests that it searches many web pages) – misspells the word (but court will automatically transfer the incorrect spelling or translate the word into another language) 

4) Arbitrary - 

5) Fanciful – Made up work - Xerox, Acela

Symbol is distinctive if:  (Restatement (Section 13))  

1)  Inherently Distinctive:  Prospective purchasers are likely to perceive it as a designation that identifies goods by co., OR

2)  Has Secondary Meaning:  Although it is not inherently distinctive, it has become distinctive

Distinctiveness:  (Beebe’s Article)

· Source Distinctiveness:  The extent to which a TM is distinctive of the source

· Differential Distinctiveness:  Extent to which the TM is distinctive from other TM’s.

b. Descriptiveness and Secondary Meaning
Zatarain’s v. Oak Grove Smokehouse:  1983  p. 58

-  P claims that D’s have infringed on the use of their products Fish-Fri and Chick-Fri.  

-  Lower court:  D’s had a fair use defense for fish-fry and the chick-fri reg. should be cancelled
Classification of Marks:

1) Generic:  The class of which an article is but a member.  No TM protection.  Ex:  Aspirin
2) Descriptive:  Identifies a char. or quality of an article.  Can’t attain TM protection, but can be a valid mark by acquiring secondary meaning in the minds of the public.  Ex:  Vision Center
3) Suggestive:  Suggests a characteristic.  Can be protected by a TM.  Ex:  Coppertone
4) Arbitrary of Fanciful: No relationship to products or services to which are applied. Ex:  Kodak
D’s argue  Fish-Fry is a generic term (since it is descriptive of the characteristics of the product)

** Tests for classification:

· 1)  Dictionary:  Fish fry in dictionary states, fried fish (This is preliminary evidence that fish-fry is descriptive of P’s product)
· 2)  Imagination Test:  Measure the relationship between the actual words of the mark and the product to which they are applied.  Fish-fry is very descriptive under the imagination test

· 3)  Describing:  Whether competitors would be likely to need the terms used in the TM in describing their products.  Ex:  There are very few synonyms for “fish” or “fry”

· 4)  Extent to which others use the term:  Many other companies use the term fish-fry

Secondary Meaning
Secondary Meaning:  Words with ordinary meaning and primary meaning may come to be known by the public as specifically designating that product.

Burden:  The burden of proving secondary meaning rests with the party seeking to establish legal protection.  (There is a substantial burden)

**Secondary Meaning Factors:
1)  Consumer attitude toward the mark:  Mark must denote a single thing from a single source

2)  Amount and manner of advertising:  Volume and manner of advertising and length of advertising may be circumstantial evidence.

3)  Survey Evidence: is the most direct and persuasive way of establishing secondary meaning

4)  D intended to use the mark knowing that it had secondary meaning

5)  How it has been used by magazines, newspapers, etc:  Does NYT refer to term in generic
-  Chick-fri did not have secondary meaning for the term chick-fri (since there was no direct advertising campaign for the product)

-  Survey information was not valid for chick-fri since it only dealt with people who cooked fish

Class:  If you can show that the term is suggestive, then you don’t have to prove secondary Meaning.  If the term is only descriptive, then you have to prove secondary meaning.  That’s why the most contentious line is between Descriptive and Suggestive. 

TM Spectrum Examples:

-  Descriptive / Suggestive (Unclear):

Ex:  Roach Motel for bug extermination :

-  Not really fanciful.  Both Words are in the dictionary -Not Arbitrary:  Some reference

-  Questionably Suggestive / Questionably Descriptive

-  Not Generic:  Not used to describe bad motels

Ex:  Snake light
-  Questionably suggestive or Descriptive

-  D argues P’s mark is descriptive (like plumber’s snake) & needs to prove secondary meaning

-  P argues D could uses lots of terms to describe product (eel light, worm light)

-  Court eventually mark to be descriptive.  (They found secondary Meaning)
Descriptive Terms:

Ex:  King Size brand for Men’s clothes - Found to be a descriptive term.  

Ex:  Ford – All Sir names are descriptive marks by definition

Ex:  Quality Inn - 

Suggestive:

Ex:  Playboy – Not really descriptive (when magazine was first launched)

Ex:  At a Glance Calendar – Suggests the use that can be made of a calendar

Arbitrary:
Ex:  Sun Bank - Real words, but no relation between sun and bank.  (Like Ivory for soap)

Ex:  Congress Springwater – No connection between Congress and Springwater

Ex:  Horizon Banking Services 
Ex:  NOVA – Does not describe a TV show

Fanciful:
Ex:  Kodak, Clorox, Polaroid
-  Fanciful.  Made up word

Notes:  Restatement of Unfair Competition (Section 13, e):  

-  Permits the PTO to accept as prima facie evidence of distinctiveness:  Proof of substantially exclusive and continuous use for five years.

-  Designation that is inconspicuous is less likely to acquire secondary meaning than a more prominently displayed designation.

**  -  Primary Signficance:  P must show that the primary significance of the term in the minds of the public is not the product, but the producers.

c. Generic Terms - §14
-  Registration can be cancelled at any time on the ground that mark registered is in fact generic

-  Terms can be determined to be generic for a variety of reasons:

1)  Inherently generic (ex:  Beer)

2)  Common Usage  (ex:  Escalator, aspirin)

From the McCarthy Treatise  - Question of:  Who are you v. What are you?

· Generic name answers the question, “What are you?”

Filipino Yellow Pages v. Asian Journal Pubs (Filipino Consumer YP):  1999 p. 69

-  D argues that the term Filipino YP is generic

Burden:  Where there is a registered TM, the burden of proving a generic name rests on the D.  (However, in this case P does not have a TM for FYP yet).
- ** Generic:  If the primary significance of the TM is to describe the type of product, rather than the producer, the term is generic.  (Ex:  Yellow pages is a generic term)

-  Issue:  Does combining Filipino and YP make it a descriptive term that is subject to a TM?
- **The ultimate test of genericnessness is how a term is understood by the consuming public.

Decision:  Filipino Yellow Pages is generic

1)  Officer of P used FYP as a generic term in a public company meeting

2)  FYP did not challenge the marketing of an east coast Filipino Yellow pages co. (Only challenged the one competing in their local market)

3)  LA Times article referred to the FYP as generic

*  In this case the burden is on the P to show that the term is not generic (since they do not have a registered TM) – They did not meet this burden

Mil-Mar Shoe (Warehouse Shoes) v. Shonac Corp (DSW Shoe warehouse):  1996 p. 73

-  D claims that the term shoe warehouse is generic.

-  Second definition of warehouse in dictionary is “wholesale establishment of the service type in which large inventories are carried” – Brit: Retail store

-  Both shoe stores sell large inventories in wholesale.  D shows that there is widespread use of the word warehouse.  Over 8000 stores have warehouse in the title  

-*  Nothing in TM law mandates that only the primary definition of a word can qualify as a generic term.  Class:  If there are multiple dictionary definitions, it is appropriate to look at all of the definitions (even if it is a British use)
-Decision: Shoe warehouse and warehouse shoes are generic.  Both terms signify a particular type, category, or genus of retail stores:  large stores that sell shoes in high volume at discount
-  * Changing the order of terms in a name may make the difference between a generic and TM.  (In this case, it has the same meaning)

**  In re Dial-A-Mattress Operating Corp.:  2001 p. 76

-Co. filed an intent to use application to register “1-888-M-A-T-R-E-S-S” as a service mark.  Examiner rejected saying the term was generic

-  ** Generic 2 Part Inquiry:

1)  What is the genus of the goods or services at issue

2)  Is the term that is sought to be registered understood by the relevant public primarily to refer to that genus of goods or services.

-  *  Compound Word:  Proving that each word is generic and that separate words joined together have the same meaning may be enough to prove that the term is generic (ex:  Screenwipe)

-  However, still must look at the phrase on the whole.

-  *  The commercial impression is derived from the whole term.  Thus the TM should be 
considered in its entirety (Not separate elements)

-  Decision:  Not generic.  No evid. that public refers to shop at home mattresses as 1888matress

· General Rules of TM law:  Drop the domain name or in this case 1-888 when determining TM

· Registering phone numbers has resulted in a variety of decisions (all over the place)

· We are not supposed to consider 1888, but then again we are supposed to consider it
Class:  Top level domain name is dropped when determining whether it can be registered
Blinded Veterans Assn. v. Blinded American Veterans Found.:  1989 p. 79

-  Plaintiff doesn’t want D using “blinded” & “veterans” in its name (Or acronym “BVA”)

-*  Even if the first name is generic, if the competitor uses the name and doesn’t adequately identify itself (or causes confusion) there can be unfair competition (§43(a))
-The Court can require a competitor to take steps that are necessary to distinguish itself (or its product) from the first organization (or its product)

-  D’s founders worked for P suggesting that D’s founders sought to create confusion.

-  Decision:  P’s term is generic.  However, If the district court (on remand) finds that D is passing itself off as P, the court may order D to distinguish itself from P
-  “Blinded veterans” is generic, however P may be entitled to protection against passing off.

-  Class: §33(b)(4) Fair Use:  If you pick a highly descriptive mark, and show that it is not generic (because there are many terms that can be used), competitors can still use

Unfair Competition:  §43(a) - Even if there is a TM, some of the competitors actions must be altered to prevent confusion.

d. Distinctiveness of Nonverbal Identifiers:  Logos, Packages, Product Design, and Colors

i. Different Tests – Different Standards?:
-  There was an expansion of protection for TM as we realized that consumers identify and distinguish products by their packaging.  The source of the product can be identified by the design of the product itself (such as the imac’s distinctive shape)

- Trade Dress:  Refers to product packaging that identified the source of the product it packaged
**  Two Pesos v. Taco Cabana: 1992 – p. 93 – (Supreme Court) – 

(Expanded TM protection a lot–Since then, SC has been trying to limit the amount of protection)
-  There were 5 D’s restaurants in San Antonio.  They used a very vivid color scheme for their Mexican restaurant.  P used a similar motif but it did not enter San Antonio.  D then entered Dallas & El paso (Where P was doing business)

-  Trade Dress:  The total image of the business.

-  *  Distinctiveness:  General rule.  Identifying mark is distinctive and capable of being protected if:

· 1)  It is inherently distinctive, OR

· 2)  It has acquired distinctiveness through secondary meaning.

- W/ Abercrombie decision, if an unregistered TM is only descriptive, then secondary meaning is required for protection.  If unregistered TM is suggestive, then secondary meaning is not required
Decision:  **  No need for showing of secondary meaning for inherently distinctive trade dress protection under 43(a) (because you do not have to show secondary meaning for other distinctive words or symbols).

-  *  However, it might be unprotectable if there are only limited options to competitors and competition would be hindered by giving TM protection to the design. 

- *  Proof of secondary meaning is not required to prevail on a 43(a) claim where the trade dress is inherently distinctive.

· *  The first user of an arbitrary package (like the 1st used of an arbitrary word) should be entitled to the presumption that the package represents him.  

Class: **  Trade Dress can be inherently distinctive

**  Qualitex v. Jacobson Products:  1995 – p. 102  (Supreme Court)
-  P produces green-gold colored pad for dry clean presses (used this color since 50’s).  The D sold its own pads in a similar green color.  P had registered the color with the PTO as a TM.  

-  Lanham Act:  TM’s “include any word, name, symbol, or device, or any combination thereof.”

-  Secondary Meaning:  When in the eyes of the public, the primary significance of the product feature is to identify the source of the product rather than the product itself.  

Decision: ** TM protection is acceptable for a color as long as there is no competitive need for colors to remain available in the industry and color is not functional.

Class: **Color cannot be inherently distinctive.  There must be a showing of secondary meaning

· All forms of trade dress (except for color) can be inherently distinctive

· If you can create an interior that is inherently distinctive, we will give you TM protection.  This is a way to protect small companies that develop new novel ideas.

· Creates an incentive for small companies to develop new ideas.

Arguments against allowing color as TM:

1)  Uncertainty:  Depending on the light, there could be shade confusion.  It will be hard to determine what colors can be used.  

· However, court has to make difficult decisions all the time between sim. names w/ a TM

2)  Limited Supply:  Competitors inability to find a suitable color will put the competitor at a significant disadvantage.

· However, in the rare case that this does happen (that competitor is unable to find a color that they can use), there is the functional doctrine which will step in.  This forbids the use of a product’s feature as a TM if it will put a competitor at a significant disadvantage because the feature is essential to the use of the article.

3)  Past cases support: Previous cases, SC stated that colors should not be given TM protection

· However, those statements were primarily dicta.  The SC decisions interpreted the law before Congress enacted the Lanham Act.

· The Lanham Act states that nothing shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant’s goods in commerce.  

· The report accompanying the LA revisions stated that “symbol or device” were retained so it didn’t preclude the registration of colors where they may function as a TM.

4)  Could just rely on Trade dress:  Firm can use color as part of TM and rely on Trade Dress protection under the LA if the competitor copies its color and thereby causes consumer confusion
· However, the firm might only want to use the color (and not the TM).  TM law is also more expansive than trade dress protection.

ii. The Design/Packaging Distinction:

-  After Two Pesos, almost all courts applied Two Pesos to product design trade dress, thus permitting the possibility of inherently distinctive product design trade dress.

-  Different courts applied different tests (to determine inherently distinctive):

-  Abercrombie test used with respect to word marks

-  Others applied Seabrook Test:  Court considered whether a shape or packaging feature 
was “a common, basic shape or design, whether is was unique or unusual in a particular 
field, or whether it was a refinement of commonly-adopted and well-known form of 
ornamentation for a particular class of goods 

Duraco Test:  1) Unusual and memorable, 2)  Conceptually separable from the product, and 3) Likely to serve primarily as a designator or origin of the product.

Knitwaves:  Is it likely to serve primarily as a designator of origin of the product.  

Wal-mart Stores (D) v. Samara Brothers (P):  2000  p. 113  (Supreme Court)

-  P makes children’s clothes (seersucker w/ flowers and hearts).  Judy sent photos to D of P’s line of clothing (on which Judy would base her clothing).  Judy copied & sold clothes to D
- Buyer from another co. was confused. P brought action for infringement on unreg. trade dress

*  Unregistered trade dress may be protected where:

1)  Infringing features is not “functional”

2)  Likely to cause confusion with the product for which protection is being sought

-  Courts have universally imposed a distinctiveness requirement since without it, there would not be a cause of confusion.  

** Inherently Distinctive:  If it’s intrinsic nature serves to identify a particular source

-  ** Fanciful, arbitrary, and suggestive are inherently distinctive

-  ** If it acquires secondary meaning it is inherently distinctive.

Decision:  Product design is NOT inherently distinctive.  No protection. (Must show secondary meaning)
-  *  Two Pesos establishes that (Packaging) trade dress can be inherently distinctive.  But it does NOT establish that product-design trade dress can be inherently distinctive.  (SC is backing away from their decision in two pesos after they realized their decision might have been flawed (p. 117))
· Class:  **  Product design must show secondary meaning for TM protection

-  *  It might be hard to distinguish product-design and product packaging trade dress.
*  Ex:  Coke bottle.  Could be packaging for someone who wants a drink.  Could be the 
product itself for consumer who is a bottle collector.

-  **   In situations where there is a close case, the courts should err on the side of caution and classify ambiguous trade dress as product design thereby requiring secondary meaning

** Product design is distinctive and protectable only upon the showing of secondary meaning.

Class:  This is why many companies put their logo all over their products (like handbags).  They will have to copy a TM to make knock-offs and won’t have to show secondary meaning.

Legislative Reform Suggestsed by IP Assoc.:  p. 120  (In response to the Wal-mart decision)
-  Would make design inherently distinctive if:  Configuration is unique in the particular field and the Configuration would be inherently recognized by members of the relevant public as an indication of the source of the goods.

Yankee Candle Company v. Bridgewater Candle:  2001  p. 121

-  P brings action for dress infringement.  

Combination Claim:  P argues that combination of candle sizes, shapes, labels, display system, and catalog stem from arbitrary choices and are inherently distinctive under Two Pesos
-  However, Certain types of trade dress cannot be inherently distinctive (such as product design and configuration (under Wal-mart)).  Must show secondary meaning.  

-  Unlike Two pesos, Yankee is not claiming the overall appearance of the store.  Just its display.  “Display” is closed to only the design/configuration category
Labels (Labels can be inherently distinctive since they are Trade dress and NOT design)

** Court uses Seabrook Test:

1)  Is design basic or common

2)  Is it unique or unusual in the field

3)  Is it a refinement of common form or ornamentation

4)  Is it capable of creating a commercial impression distinct from the accompanying words.

-  P’s label is a combination of functional and common features (Gold normally connotes opulence).  This does not meet the inherently distinctive standard.  They would have to qualify under secondary Meaning

-  Secondary Meaning:  P has shown no evidence that consumers associate certain features with Yankee and they have provided no survey information.

-  While D’s designers were told to make the labels look like P’s, they did not try to “pass 
off” their goods as P’s.  (D’s name was prominently on the label)

Decision:  No Trade dress infringement by D.  There is no secondary meaning.   No evidence that consumers associated trade dress with Yankee’s.  No evidence of actual confusion.

e. The Edge of Trademark Protection:  Subject-Matter Exclusions?

i. Exotic Source Identifiers

In Re Clarke:  1990  p. 129

- P registers fragrance mark for scented yarn (mark-fragrance reminiscent of Plumeria blossoms)

-  P argues that no other company has ever offered any scented yarn or thread.  Throughout the embroidery field, her company is recognized as the source of the scented yarn.  

· People can tell the difference between variations of colors, why not scents.

-  Advertising does not make a reference to any specific fragrance.  

Decision:  The fragrance does serve as a trademark for the thread and yarn.  

· No bar to registering scents.

· Advertised the scented feature

· Shown that people have come to recognize the applicant as the source of theses goods

**  Class:  Smell can’t be inherently distinctive (just like a color cannot) – They must show secondary meaning for the smell.

· Perfume:  Can’t be registered as a TM since the smell is the main function
Note:  The decision does NOT deal with the registering of scents that’s sole purpose is scent alone (like perfume or cologne)

ii. Subject Matter Protected by Copyright

Oliveira v. Frito-Lay:  2001 p. 133

-  P sang on the original recording of “the Girl from Impanema”

-  D made a baked lays potato chip commercial using the song (impanema) in the background

· P did not write the song.  The original author renewed copyright protection in 1991 and was paid a substantial license fee (200K) by Frito to use the song

· D did not consult with P because they did not believe that she had any right to the song.

· P argues she is known for song (bills herself as the girl from impanema -Still performs it)
Decision:  P does not have TM rights in a recording of her signature performance.

-  The fact finder could not reasonably find that there is an implied endorsement by the P.

-  *  The fact that a work is protected by © does not mean that it can’t also qualify as a TM.

· While TV intros and commercial Jingles can serve as a mark for a brand, a musical composition can’t be a TM for itself.

-  The courts have protected the persona of artists against false implication of endorsement from the use of look-alikes or sound-alikes.

· However, the use of the recording has not taken her persona.

-  *  If P were given protection, many artists would bring claims against parties that paid a lot of money for all known license holders

· *  There is no need to expand the scope of the TM where artists already have a number of other protection options such as copyright.

Class:  1)  TM, 2)  source, 3) product

· TM is defined by the differences in these items.

· In this case, they all appear to be the same  (the song)

Comedy III Productions Ince. V. New Line Cinema:  2000  p. 138

- D’s movie has scene where “three stooges” clip was playing in background for less than 30 sec.
· P no longer has the copyright to the film (long expired, now in public domain)

-  P must prove the existence of a TM and the subsequent use of that mark by another in a manner likely to create consumer confusion.  (“Validity” and “infringement prongs”)

-  P must show that the public recognizes its symbol as identifying it’s goods or services and distinguishing them from those of others by:

· 1)  Claiming that it’s symbol is inherently distinctive, or

· 2)  Show that symbol has become distinctive through secondary meaning

Decision:  Not shown to be inherently distinctive or secondary meaning

** 1)  If work is protected by copyright law and it passed into the public domain, it can’t be protected by the Lanham Act without rendering the copyright act a nullity.

2)  Just b/c other producers pay P a fee does not mean that D must as well if not legally obliged
3)  The past cases cited by the P are significantly different from the present case

· D did not use 3 stooges in an advertisement to sell goods

· This was not a reproduction of their voices (have not infringed on their persona)

Dastar (D) v. 20th Century Fox Film Corp (P):  2003 p. 143  (Supreme Court)
-  Eisenhower wrote a book “Crusade in Europe” and received ©.  Granted exclusive TV rights to Fox.  Fox gave Time the right to make shows (and assigned © to Fox).  26 episodes in series.

-  1975, Doubleday renewed the © on the book.  Fox DID NOT renew the © on the TV series and it fell in to the public domain.
-  1988, Fox reacquired the TV rights to the book.  SFM got rights from Fox and registered and repackaged series on video.

-  Dastar took copies of the original version of the TV series.  They edited the series and changed some sequences.

· Dastar’s video’s make no reference to the Crusade TV series.

-  Passing Off:  When the producer misrepresents own goods as someone elses (Ex:  Fake rolex)

-  Reverse Passing Off:  When the producer misrepresents someone else’s goods or services as his own (Ex:  Taking Clorox, and putting it in another box with a different brand name)

Class:  Reverse Passing Off:  (ex:  If pepsi bought coke, poured it into Pepsi bottles, then sold it on the market) – Any good will from the product would go to Pepsi instead of the actual manufacturer (coke in this case) – Appropriation of someone else’s good will

· **  §43(a) – Basically anything that will cause consumer confusion is prohibited – Doesn’t have to be registered.  (This is a very broad section)

P argues: D made false designation of origin, false or misleading description of fact, or misleading representation of fact which is likely to cause confusion as to the origin of his goods.
Issue:  What does “origin” mean?

· If the origin is the manufacturer, then Dastar is the origin

· If the origin includes the creator of the underlying work, then fox is the origin.

Decision:  The Phrase, “origin of goods” cannot be construed as connoting a person or entity that originated the ideas that the goods contain.

-  *  The consumer does not automatically assume that the brand name company is the same entity that came up with the product, nor do they care.

-  Allowing a cause of action under 43(a) would limit the public’s federal right to copy and to use expired copyrights.  If this change is to be made, it should be done by Congress.

-  It would be hard to determine in many situations who is the origin.

· Here, Time put together the film.  But the military actually did all the filming of the footage.  Who would be the origin?

-  **  “Origin of goods” refers to the producer of the tangible goods that are offered for sale, and not to any idea, concept, or communication embodied in those goods

Class:  3 Points
1)  *  If the court ruled for 20th century, it would create mutant Copyright law – This will grant eternal copyright protection under TM’s

2)  Lanham Act does not require the search for the Nile and all of its tributaries – If it had to go back to every originator, then they would have to refer to gov. employees who recorded the footage – Court wants to avoid this problem

3)  D’s will be stuck in a tough decision:

-  D makes no mention of P’s involvement – Taking advantage of something in public domain – and gets sued by original party who did some of the work


-  However, if you do give them credit, it could be passing off – Suggests that the P 

would be supporting the work

III. Functionality

How to Answer a Functionality Question:

Utilitarian or Aesthetic? – No set of standards.  You know it when you see it.  Is it a mechanical function, or a style type of situation

-  Utilitarian functionality - (Go to 1 – Primary Test) 

-  Aesthetic functionality - (Go to 2 – Secondary Test)

-  *  Restatement:  Functional Design:  If a design’s aesthetic value lies in its 

ability to confer a significant benefit that cannot practically be duplicated by use of alternative design, then design is functional (Like use of primary colors).  The ultimate test of aesthetic functionality is whether the recognition of TM rights would significantly hinder competition (Competitive Necessity Test).  (p. 179)

Traffix:  Two Step Functionality Test

1)Primary Test (Traditional Definition of Functionality)(Inwood test):  No TM if product feature is essential to use or purpose of the article, or if it affects the cost or quality of an article. (stop there if functional)  

(p. 212 – Almost an elimination of de jure functional.  If it is essential, then it 

can’t be protected.  Court says we want to move more to a street-level functional.  “once a design is found to be functional, it cannot be given trade dress status merely because there are alternative designs available”)
2)  Secondary Test (Competitive Necessity Test - Qualitex Test):  Functional feature if the exclusive use would put competitors at a significant non-reputation-related disadvantage.  (Look at the Morton –Norwich factors to determine this)




4 Morton-Norwich Factors for Determining Competitively Necessary:
· 1)  Existence of an expired utility patent which discloses the utilitarian advantage of the design sought to be registered as a TM is evidence that it was functional.

· 2)  Originator of the design touts its utilitarian advantages through advertising.
· 3)  Are there other alternatives available.
· 4)  Is the design comparatively simple or cheap to manufacture.

i. Statutory Selections:  §2(e)(5), EC TM Directive Article 5(1)(e)

a.
An introduction to the Concept of Functionality

Functionality Doctrine:  (as explained in Qualitex)  If a product’s functional features could be used as trademarks, then a monopoly over such feature could be obtained without regard to whether they qualify as patents and could be extended forever.

De Factor v. De Jure Functionality

DeFacto functionality:  Lay person sense.  Spray bottle has functionality.  It serves a purpose.

-  May be legally realized as an indication of source.

De Jure Functionality:  Legal definition that deals with a series of factors.

-  Is the feature competitively necessary – Will protecting it put competitors at a disadvantage.

-  May not be protected as a TM.

Aesthetic v. Utilitarian Functionality

-  Utilitarian Functionality:  Is the mark functional as to it’s use?

· Nabisco case:  Patent of the pillow shape of the shred wheat.  Patent ran, and other co. made similar shaped – Court found it to be functional and not protectable

· Gave manufacturer ability to make it cheaper and it dealt with milk better.  Therefore, competitors would be at a disadvantage.  At first there would be confusion, but over time, customers would realize.

-  Aesthectic Functionality:  Is the mark functional as to it’s look?

· Ex:  Heart shaped chocolate box

· No utilitarian function.  This cannot be protected for the most part.

However, the exact shape might be protected only to the exact dimensions
*  In Re Morton-Norwich Products Inc:  1982  p. 155

(NOT CLEAR IF STILL GOOD LAW AFTER TRAFFIX)

-  P seeks to register a spray container figuration as a TM (Windex bottle w/ spray trigger).  P has patent for top & bottom.  P has had exclusive use - become distinctive of P’s goods in commerce
-  D (PTO) argues that it is distinctive and there is no evidence of secondary meaning

-  Board found that the bottle design was functional and thus could not be TM.

-  Decision:  Court reverses and remands (Needs closer look to determine if it is functional)

- **  Functionality is always in reference to the design of the thing and NOT the thing itself.  It is the appearance of the dish that is important, not its utility.

· Functionality is determined in light of utility

-  *  Important Factor:  Are other alternatives available

· Can depend on cost:  Is only one method reasonably cost effective, or multiple methods
**  4 Morton-Norwich Factors for Determining Functionality
· 1)  Existence of an expired utility patent which discloses the utilitarian advantage of the design sought to be registered as a TM is evidence that it was functional.
· 2)  Originator of the design touts its utilitarian advantages through advertising.
· 3)  Are there other alternatives available.
· 4)  Is the design comparatively simple or cheap to manufacture.
- Useful & Performs its intended functions: Not enough to render design of the bottle functional

· ** The bottle can have an infinite number of forms and designs and it will still function to hold liquid.  No ONE form is necessary.

· *  Excluding others from using this trade dress will not hurt the rights of others competing for the sale of goods.

-  **  For registering Products as a TM, you must demonstrate:
· 1)  Design is non-functional, AND

· 2)  Design functions as indication of source either by

· Distinctive nature, or

· Acquisition of secondary meaning

Class Review of the Morton Norwich Factors:

1)  Expired utility patent:  Basically, if your patent runs out, I want a TM.  P would say, there is no function.  D quickly responds, if there is no function how did you get a patent?
2)  Alternatives Available to competitors:  Zippo:  Lots of Zippo knock offs came about.  Court determined that the Zippo was the ultimate functional design. Years later, there are many designs 

3)  Manufacturing Advantages:  Shredded wheat argument – It is significantly cheaper and easier to manufacture the goods. Competitors need to be able to use the design to compete effectively 

4)  Advertising Touting:  Does the advertising tout the advertising   

-  Do they say, “this a great product because of how functional the design is”

-  Ex:  Weber Grill:  Weber said the circular design cooked the food more efficiently.  Competitors said, we need to use that design to help cook

· Weber responded that the advertisements were puffery – It didn’t matter what the shape was – we just said it to sell the grill.  (We were lying)

b. The Scope of Functionality Doctrine

Wallace Silversmiths v. Godinger:  1990  p. 168

-  P makes “Grande Baroque” silverware.  Best selling silverware for 50 years.  TM for name 

-  D makes $20 set of “20th Century Baroque” with a very similar baroque design. Noticeable differences in dimensions of patterns.  D’s designers were aware of P’s designs when making.
· Many manufacturers make “baroque” style silverware.  

-  Decision:  Baroque design is not registerable. 

-  *  Functional:  Product feature is functional if it is essential to the use or purpose of the article or it affects the coast or quality of the article.

· *  Focus should be on whether the protection will hinder competition or impinge the rights of other to compete effectively.

-  Baroque style is not indicative of the source.  The features are strictly ornamental because they don’t effect the use of the silverware or contribute to its efficient manufacture.

-  *  Owners can’t use a TM as a means of excluding competitors from a substantial market.

· Where a mark becomes the generic term to describe an article, TM protection ceases.

· Class:  P wants TM protection for elements of style that are part of the public domain.

**  Competitive Necessary Test:  Where an ornamental feature is claimed as a TM and TM protection would significantly hinder competition by limiting the range of adequate alternative designs, the aesthetic functionality doctrine denies such protection.

· *  Secondary Meaning:  However, if P were able to show secondary meaning in a precise expression of baroque style, competitors might be excluded from using an identical or virtually identical design.

· Here, the design is not identical or virtually identical.

Class:  **  No matter how much secondary meaning something has, if it is functional, it trumps the secondary meaning

· Something that is functional can’t be TM even if there is secondary meaning (See §2(f))

*  Wallace was trying to define market as being very broad (includes all silverware in general.)

-  (In other words, out of all the possible designs they could choose, look how closely they copied ours)

*  D in was trying to show that the market was more narrow (includes just older style designs)  
- (In other words, the market is just older designs, and we wanted our design to fit in this market)
· Court found that market is narrow and they are competing with other old style designs

Brunswick v. British Seagull:  1994 p. 173

-  Mercury made engines for 30 years (most of the time they were black & featured ads about “all black engines”).  Other motor companies had black engines as well.  

· Mercury tried to register the color black for engines

-  Black is desirable as a color for engines:

· People want color of their engine to match their boats and black goes with more boats.  

· *  Black makes the engine appear smaller, and people want the look of smaller engines

Decision:  Court denies the registering of the color black to the engine
-  *  Black is one of the few superior designs for engines and thus competition is hindered
-  *  Functional:  Since color was necessary for competition, color is found to be functional.

· Color pink was allowed to be registered for home insulation b/c it would not result in any anti-competitive effect (it doesn’t matter what color insulation is since you can’t see it)

-    Here there is competitive need for the color black (registering black hinders competition)

Class Examples:

Post-It Notes:  Have the canary yellow color (P. 176)

· So far, 3M has shown that the color is not aesthetically functional (utilitarian - bright)

Floormats with Car logo: D argues people want the floormats to match the car.  (P. 177)

· Floormat maker lost – You can’t just use the TM.  Otherwise you could define the market as car keychains and you need to use the Mercedes logo

Color of Pills – Colors were generic & people relied on the color to determine which pills to take

· This was determined to be generic – Benefited society

c. Modern Supreme Court Approach to Functionality

*Qualitex v. Jacobson:1995p.177-(Read case earlier–Color per se could be reg. as TM under LA)

-  *  Under Kellogg, after the patent expires, TM law can’t be used to extend a monopoly over pillow shape of cereal.  This would frustrate competitors.

· The product feature is functional if it is essential to the use or purpose of the article or if it affects the cost or quality of the article.

-  *  Restatement:  Functional Design:  If a design’s aesthetic value lies in its ability to confer a significant benefit that cannot practically be duplicated by use of alternative design, then design is functional.  The ultimate test of aesthetic functionality is whether the recognition of TM rights would significantly hinder competition.  (p. 179)
Vornado Air Circulation v. Duracraft:  1995  p. 180 
(NOT GOOD LAW TODAY – Overruled by Traffix)

-  P applies for patent although there already is a spiral patent for fan in the public domain.

-  P advertised fan as “patented AirTensity grill”

-  D made a cheap knock off.  But made sure not to violate P’s patent.

-  DC:  Design wasn’t functional, but consumers would be confused by D’s use of similar grill
Decision:  Configurations can be simultaneously patentably useful, novel and non-obvious, and also nonfunctional in trade dress parlance.  

Purpose of the patent act:

· 1)  Foster and reward inventions

· 2)  Promotes disclosure of inventions to stimulate further innovation and permit public to practice once patent expires

· 3)  Seek to assure that ideas in public domain remain there for the free use of the public
-  The patent act wanted a multiplicity of inventions.  The inventor’s supply of ideas and freedom to experiment would be diminished if inventor had to do market analysis beyond expired patents
-  *  Where a disputed product configuration is part of a claim in a utility patent, and the configuration is a described, significant inventive aspect of the invention, (so that without it the invention could not fairly be said to be the same invention) patent law prevents its protection as trade dress, even if the configuration is nonfunctional
· *  Since the grill is a significant inventive Component of the patented fans, it can’t be protected as trade dress.

Class:  Main Point:  Establishes a second requirement for functionality

-  1)  In past, 1st requirement, product feature can’t be functional and receive protection

· Use Morton-Norwich factors

-  2)  *  Is the product feature a significant inventive component of a utility patent?

(Court comes up w/ second test to prevent TM protection since other options to competitors)
Notes:  

-Design Patents:  Design patents are available for ornamental designs that are original & novel & nonobvious. Design Pat. protected only the ornamental (and not the functional) aspects of design
-  1998 Amendment to LA:  Functionality could be asserted as a defense, even in an action for infringement of a mark covered by an incontestable registration.

-Functionality can be grounds for cancellation of reg. even after the passage of more than 5 yrs
**  Traffix Devices v. Marketing Displays:  (Supreme Court) 2001 p. 199

(This decisions limits the scope of TM protection)

-  P used expired patent design spring technology in its road signs – P formerly had patent

-  D had signs 1) reverse engineered and 2) named “windbuster” [P’s signs called “windmaster”]

· P won on TM case for the name

-Issue: Trade dress –Does expired patent foreclose possibility of claiming trade dress protection
-  Lower court:  1) no secondary meaning (no consumer would see this as indicator of source), and 2) Spring design was functional (thus making secondary meaning irrelevant)

-  Court of appeals:  1) secondary meaning present, and 2) lower court wrong in decision on function. (Issues of fact that jury should determine)
· However, courts are split on whether expired patent forecloses the possibility of claiming trade dress protection.

-  Party asserting the trade dress protection has the burden of proving that the matter sought to be protected is NOT functional.

-  Decision:  No protection for P’s trade dress
-  ***  If there is an expired patent, the party must show that the feature they are seeking protection for it is merely ornamental (and not functional)
· P can’t overcome the inference of functionality of design in claims of expired patents.

- ** Product feature is functional and can’t serve as a TM if it is essential to the use or purpose of the article or if it affects the cost or quality of the article (citing Qualitex and Inwood)

-  *  Vornado decision was incorrect.  Functionality should not be defined in terms of the competitive need

-  It would be a paradox to require a manufacturer to conceal the very item the user seeks (In this case the springs at the base of the sign)
-  *  If the party only wants to protect an arbitrary aspect of a product in patent claims, then they might be able to get protection.
*  Class:  2 test requirement (for protection):

· 1)  Not functional

· 2)  Significant Inventive Component (If significant inventive component, then strong evidence that the feature is functional)

(SC is saying that a significant inventive component of a patent is not a per se bar to TM protection, but a good indicator of functionality)

d. Post-Traffix Applications of the Functionality Doctrine

Valu Engineering v. Rexnord:  2002  p. 208

-  P filed 3 applications for TM for design of “round, flat, and Tee” shaped conveyor guide rails.  

· D filed oppositions – D argued that designs were de jure functional & not registrable

· Board denied TM protection for designs since the designs were functional for “wet” (where disinfectants were used) situations

-  4 Morton-Norwich factors are met:

· 1)  P filed for a patent showing the advantages of the design

· 2)  Advertising materials tout the utilitarian advantages of the design

· 3)  Limited number of Railing designs

· 4)  Designs are simple and cheap method of manufacturing.

Issue:  Did board err in confining the functionality analysis to a particular use for the mark 
(Ex:  Just looking at the functionality in the “wet” situation.)

Decision: *  Board only has to look at a single application of product for TM protection.

-  15 USC 1052 -  a mark that comprises “any matter that, as a whole, is functional” is not entitled to TM protection

· However, legislative intent suggests that this code was just a housekeeping matter that reflected current practices

-  De Jure Functional:  Use 4 part “Morton-Norwich” test.

-  *  Traffix does not render the board’s use of the Morton-Norwich factors erroneous.

-  *  D argues that the board should have considered all the possible uses of the mark (as opposed to just the “wet” uses).  D also argues that they limited their analysis to only specific materials.

· Court finds: board did not err by only looking at “wet” areas of the bottling plant
-  *  Requiring the board to review the entire universe of potential uses of a contested mark undermines the goals of functionality doctrines.
· * Functionality may be established by a single application of goods since competitors in that area could be adversely affected.

· *  “wet” areas of conveyor belts are competitively significant.  D showed evidence that this was a large part of their market.

Eppendorf-Netheler-Hinz GMBH v. Ritter GMBH:  2002 p. 215

-  P wants trade dress protection for: 1)  Disposable pipette tips, and 2) Dispenser Syringes

Court of Appeals:  P did not prove non-functionality.  Therefore functional and no protection

Decision:  Design is functional, thus no protection

1)  Traditional Definition of Functionality (Primary Test) (Inwood test):  No TM if product feature is essential to use or purpose of the article, or if it affects the cost or quality of an article

2)  Competitive Necessity Test (Qualitex Test):  Functional feature if the exclusive use would put competitors at a significant non-reputation-related disadvantage.  

· *  Since “Traditional definition” of functionality is the primary test, there is no need to consider the second test if it is functional under the first test.

-  All eight design elements are essential to the operation of the tips

· Alternative designs are not germane to the traditional test for functionality.

*  Abercrombie and Fitch v. American Eagle:  2002  p. 217

-  P brought trade dress claim against D for the design of clothes, store set-up, and catalog.  P claimed that D used words like “authentic” and “genuine” on clothes, and used similar sports decals like lacrosse sticks and skis.

- **  Two Aesthetic Functionality Tests:

· 1)  Comparable alternatives:  Does the trade dress protection of certain features leave a variety of comparable alternative features that competitors can use to compete in the market?  If there are no alternatives, the feature is functional.

· 2)  Effective Competition Test:  Does trade dress protection for a product’s feature hinder the ability of another manufacturer to compete effectively in the market for the product?  If hindrance is probable, then it is functional and unprotectable.

-  Decision:  Trade dress in this situation is functional and not protectable
-  *  Giving a monopoly over primary colors combinations and basic words (such as “authentic” and “genuine”) would put competitors at a competitive disadvantage.  There are only a certain number of words to convey high quality and only a limited number of sports and sporting equipment to choose from.

-  D would be forced to spend a lot of money to “design around” P’s protection.

-  *  Clothing design and store were determined to be functional and non-protectable.  Catalog found to have secondary meaning- not functional (could have done catalog in variety of ways)
Class:  *  With aesthetic functionality, don’t have to consider the first step (primary test) – Move directly to step 2 (Secondary test to determine if it puts competitors at a disadvantage).

-  Doesn’t make sense to ask the first question:  Primary colors are definitely functional.  

IV. Use

i. §1 & §45, TRIPS 15(3), EC TM Directive Article 10

a.
“Use” as a Jurisdictional Prerequisite
-
Only marks used in commerce can be the subject of federal TM rights.

· “Use in commerce” includes all commerce which may lawfully regulated by Congress

· *  Commerce Clause Cases:  Covers any activity that might impact interstate commerce, even if no commercial goods actually traveled across state lines.

b. “Use” as a Prerequisite for Acquiring Rights

2 tiered registration process

1)  §1(a)  Actual use

2)  §1(b)  Bona fide intent to use  (Constructive Use)
-  Originally, for TM you must have been the first to use the mark on the articles of production

-  At CL, for the acquisition of rights, there still has to be actual use

-  LA has allowed applicants to show either actual use or constructive use as a precondition to applying for registered rights.

-  Section 1127(§45):  TM must be

· Used by a person, or

· Where person has a bona fide intention to use in commerce and applies to register

i. Actual Use:
-  Section 1127(§45):  Mark is used in commerce when TM:  

· Goods 

· A) Placed on goods, containers, tags, or (if impossible) on documents associated with goods or their sale, AND

· B)  Goods are sold or transported in commerce

· Services
· When used or displayed in sale or advertising of services and service rendered in commerce, or

· Service rendered in more than one state, or

· In US and foreign country, and person rendering services is engaged in commerce in connection with the services

*  Planetary Motion, Inc. v. Techsplosion:  2001  p. 230

-  Darrah calls Unix software “coolmail” and name appers on announcement and user manual

-  1995 – SuSE gets permission from Darrah to distribute Coolmail across world (for free)
· 1998 – D offered email service called Coolmail

-  1999 – Darrah transferred all rights of Coolmail to P

-  P sues D for use of mark- “coolmail”

Decision:  P has control of the mark “coolmail” (Darrah’s activities under coolmail mark constitute a “use in commerce” that is sufficient to create ownership rights)

-  District Court:  Since it was widely distributed, (even though there are no sales), it was sufficient for ownership rights of coomail mark.

-  Mendes 2 Part Test:

· 1)  Adoption (of TM)

· 2)  Use in public that distinguishes the marked goods (even if no evidence of actual sales)

**  The existence of sales (or lackthereof) does not by itself determine if a user has established ownership rights therein.

· Ex:  Marvel had rights to character name even though no sales since they told 13 million readers about a character
-  *  However, not every transport of goods is sufficient to establish ownership rights in a mark

· Ex:  The secret internal shipment of a product is inadequate.

** 5 activities that show “use in commerce”
1)  Widespread:  Not sent to a discrete number of people.  Available to anyone w/ internet access

2)  Identify Source:  Mark served to identify the source of the software.  Indicated the author

3)  Notice:  Other users of the mark had notice that the mark was in connection with Darrah’s software.  P was able to easily discover that Darrah used the mark

4)  Several Versions worldwide:  Several versions of a product sold worldwide and attributed ownership to Darrah under Coolmail mark.

5)  Industry Practices:  The sufficiency of the use should be determined by the industry practices.

Class:  Even though the software was not sold, the first distribution was a use in commerce

-  Court looks to all of the circumstances in making the decision

Heinemann v. GM:  1973 p. 236

-  P raced cars at fair as hobby under mark. P was reserving mark for later use as auto repair shop
Decision:  Not protected since it was used as a hobby, and the use was sporadic.

· Hypo:  Isn’t it easier for large companies to distribute goods quickly and establish the common law right to name?  Is this unfair advantage?

**  Restatement:  Even if the mark is not physically affixed to the goods, use of the mark on display menus, mailings can suffice to establish TM use

Brookfield Communications v. West Coast entertainment:  1999 p. 240

· P – Brookfield

· 2)  Made Moviebuff software (Database)

· 5)  Application to register name for online database

· D – West Coast

· 1)  The movie buff’s movie store

· 3)  Moviebuff domain name

· 4)  Refers to moviebuff domain name in e-mail to attorney and handful of customers

· 6)  Announces website of information about entertainment to public

· P argues they used name on software first

· D argues they used domain name in commerce first

· Decision:  D does not have the right to moviebuff name

PART A:  Date of first use - Tacking
-  D argues it should be able to tack use of name of website onto it’s company’s first use of name
· Tacking:  When TM holder seeks to tack first date used in the earlier mark onto the subsequent mark.

· **  Tacking should be allowed when consumers would generally regard them as essentially the same

· If tacking was not allowed, TM owners priority would be reduced each time there was a slight alteration to the mark.  This would discourage altering the mark in response to consumer preferences

· *  Strict standard for Tacking:  For tacking to be allowed, co. must create same continuing commercial impression and later mark should not materially differ from or alter character of the mark attempted to be tacked
· D cannot tack (therefore P is senior user):

· “The Movie Buff Store” and “moviebuff.com” are very different.  There are a different number of words, spaces, and addition of .com

· There is no evidence that consumers view the terms as identical

Class:  Tacking on:  Betty crocker image was on packaging – Her image has changed over time with different styles (longer hair, darker skin) – Aunt Jamima has also changed

-  Co. doesn’t want to go to the PTO office every time they make a slight change

-  VERY STRICT RESTRICTIONS for Tacking -  “Legal Equivalent” – The mark can change slightly, but anything more significant will not allow tacking

PART B:  Even if no tacking, use in commerce
-  D argues that the court should compare D’s use of the website with P’s first use of the online database (and not the software).

-  Even if this was the case, D’s first use didn’t occur until the public announcement of use of moviebuff.com database (which was after P had online Database)

· *  Email to lawyers and a few customers was not enough to create an association among the public between the mark and West Coast

**  Test:  Whether or not the use was sufficiently public to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopter of the mark.

Notes:

-  §2(d) of Lanham Act:  Can’t register a mark that is so similar to another registered mark that it would cause confusion.  

-   Federal Circuit found that activities claimed to constitute analogous use must have a “substantial impact on the public”

-  Substantial Impact:

1) Open an notorious public use

2) Directed to segment of purchasing public for whom services are intended, and

3) Carried out in manner sufficient to inform prospective purchasers of present or future availability of adopters service under the mark

ii. Constructive Use:

-  Before 1989, the doctrine of “token use” was used to determine “use in commerce”

-  “Token use” was not enough to qualify as actual use, but enough to establish rights to file an application for registration

-  TLRA:  Recognized “constructive use” for registering and added provisions for registration based on “intent to use”

-  Congress repudiated doctrine of “token use”

Congress:  Intent to Use
-  This provision will eliminate the requirement of using a mark in commerce before filing an application to register it

Problems with Current US law (that requires actual use of TM in public before reg.):

-  This puts legal risks for the introduction of new products and services

-  Current law gives advantage to large company over smaller companies (since they are able to get their TM out in the public quicker and cheaper than large companies).

-  Foreign Co. have an advantage.  They can rely on their home country registration even if they haven’t used the mark anywhere in the world

-  Companies have no assurance after selecting and adopting a mark (and making a large investment) that someone else doesn’t have rights to it.

-  Problem with “token use” requirement:

-  *  Some companies can’t get “token use” easily.  

-  Ex:  Large companies like airplanes, or other large products (such as hotels or restaurants) can’t have a “token use” without a significant investment.

-  Small companies may lack the resources or knowledge to engage in certain practices.

-  *  Some companies can choose not to use the marks and thus the register is clogged and it makes clearing the use of a mark more difficult

Problems with “intent”:

-  If only intent is required, certain companies could try to monopolize a number of marks.  

-  However, 1883 requires the “intent” to be “bona fide”
-  This piece of legislation strengthens the requirement of “use in commerce”

Lanham Act:  §1(b) – Application for Bona Fide Intention to Use TM
(Also constructive use under §22 – When register mark on principal register)

-  Person who has a “bona fide intention” to use a TM in commerce may request registration of its TM on the principal register

-  To the best of the verifier’s knowledge, no one else has the right to use the mark in commerce where it can cause confusion or mistake

-  §1(d) – Within 6 months, the applicant must file a verified statement that the mark is in use in commerce and specify the date of first use.

-  Failure to file a statement results in the abandonment of the application

Constructive Use:

-  §7(c) – Filing an application acts as constructive use in commerce and gives priority to an individual, except when:

-  A person with non-abandoned mark who prior to filing has:

1)  Used the mark

2)  Filed to register the mark and it is pending

3)  Filed foreign application and files a US application

-  Term “bona fide” is not defined in the act anywhere – It has too many factors

-  However, there are examples where there is no bona fide intention

Ex:  Many applications for the same mark on many different products

-  However, Congress has a rejected a number limit on the number of ITU’s (Intent to use) a party could file for a single product, or product line

Warnervision v. Empire of Carolina:  1996 p. 258
-  TLV filed ITU application in 1994 for “Real Wheels”

-  Buddy L. used “Real Wheels” in 1995

-  P used “Real Wheels” for home video that was sold with motorized cars.

-  Buddy and D both searched for name and found nothing

-  P filed 3 days before Buddy.  

-  Buddy sold assets to D

-  D bought all rights to TLV (including ITU application)

District Court:  Granted a preliminary injunction which barred the D from completing the ITU application process

D Argues:  P is attempting to prevent D’s completion of ITU application process with preliminary injunction (It will prevent D from completing the “use requirement”)  

-  **  If the injunction is allowed, it will encourage entrepreneurs to find an ITU application by a large co., rush to make a few sales, and sue for a large settlement

Decision:  Court cannot order a preliminary injunction

**  As long as ITU applicant’s privilege has not expired, court can’t enjoin from making the use necessary on the grounds that another party has used the mark subsequent to the ITU application

-  However, if the company can show that they used the mark before the holder filed ITU 
application, then there can be an injunction.

Class:  Problem:  Unscrupulous entrepreneur will look for ITU application and quickly sell goods with the name to block completion of the registration.

· Court says:  ITU can be used defensively.  Can use mark to complete the ITU process

· Judge says that they can’t use application offensively until the applicant has had the chance to complete their ITU application.

Defensive use of §7(c) Priority Date in ITU Application:  ITU applicant can rely on 7(c) priority to defend an opposition against the pending ITU application  -  PTO won’t enter a judgment in favor of the applicant until after ITU application is perfected and mark is registered. (Before either PTO proceeding, or federal court)
Offensive use of §7(c) Priority Date in ITU Application before PTO Proceedings:

-  ITU applicant CAN use 7(c) offensively to oppose a proceeding.  (Ex:  If filed ITU application (and still not completed yet), can oppose another company attempting to register the same mark)
Offensive use of §7(c) Priority Date before District Court:

-  ITU applicant CANNOT use 7(c) offensively to oppose a proceeding.  (Ex:  If filed ITU application (and still not completed yet), CANNOT sue another company for infringing on the mark with the constructive use priority date.) – Can use priority date when complete  (p. 263)
c. “Surrogate” Uses:

i. Uses by Affiliates:

-  Who is the user for TM purposes?

-  In a parent/subsidiary relationship, subsidiary’s use will inure to the benefit of the parent  (Related companies doctrine)

· Licensee’s use will inure to the benefit of the licensor

Class:  Tends to be more of ownership question than priority quetion 
Boogie Kings v. guillory:  1966  p. 269

- Ardoin and Miller formed band “Boogie Kings” – Members changed, and one is always elected as the leader – Members votes on all major decisions

-  D becomes member and is elected leader after Miller leaves – D becomes part owner in club and band starts to play there.  Band votes 9-1 to go back to original club.  D drops out of band

· D forms new band:  “Clint west and the Boogie Kings”

D argues: that band never acquired interest in the name.  Ardoin and Miller had control and Miller gave D the rights when he quit the band

Decision:  D does not have the rights to “boogie kings”

-  *  Name “boogie kings” was adopted by mutual agreement of the band.  Since they were an unincorporated association, it did not vest in an individual.

· Miller had no authority to give rights to the name to D

· Association (the rest of the band) has a proprietary interest in the name.  

· When Miller left the band, he lost all interest in the names

Class:  Legal reasoning?  Not much – This appears to be common sense

Judge says, D was only one person, only there for a few years

-  HEC v. Deep Purple:  Former members of group are prohibited from performing under band’s name when members of the original group with replacement members continue to use name

-  Rick v. Buchansky:  If a person is continuously involved and control the quality of its services, then they can retain the rights (even if it is the manager).  Class: he created the group and the band members were interchangeable
ii. Public as “surrogate” user:

· Generally: When the public uses a term for a product (that is not discouraged by the co.) it is equally protected as the TM itself.

Coca-Cola v. Busch:  1942  p. 274

-  D threatens to manufacture “Koke-Up”

-  “Koke” is an abbreviation of Coca-Cola – Natural for young people to abbreviate phrases

-  P showed evidence that the word “Coke” is used exclusively as a designation of P’s product.

Decision:  Koke-Up would be an infringement of P’s mark

-  **  An abbreviation (which the public uses) is equally protected as the TM itself – Ex.  “Coke”
· (Also, D made the word “Koke” much larger than the word “Up” on the packaging)
· **  However, it is questionable if the abbreviation is given protection where the company discourages its use among the public (p. 277)

Class:  * Company can assert rights to a name even though they did not create it (in this case, the public created the term, yet the coca-cola company can control the name)

Class:  Harley Davidson:  Term hog was determined to be generic for motorcycles

University Bookstore v. Univ. of Wisconsin:  1994  p. 278

- ** Entity may have protectable prop. right in a term (even if the co. itself did not use the term) as long as the public associates the term with the entity or its goods or services.  (Especially where the mark did not identify the maker’s own products and services)

-  Ex:  Store creates badger logo.  School has rights to it once public associates it with the school.

d. Loss of Rights through non-use or uncontrolled uses

i. Abandonment through non-use:

Abandoned:  §1127 (§45) – Mark is abandoned if either:

1) Mark is discontinued with the intent not to resume (non-use for 3 years is prima facie evidence of intent not to resume)  “Use” must be made in the ordinary case of trade.

2) When the owner causes the mark to become generic name for goods

-  Purchaser motivation will not be a test for determining abandonment under part 2

**  Emergency One Inc v. American Fireeagle:  2000 p. 281

-  P bought American Eagle Fire.  P thought the powerful brand name would help.  All invoices then carried the name of P and they stopped making trucks with name AE.
-  However, P did continue to sell t-shirts and other gifts w/ AE logo and security jackets w/ logo
-  P also did apply AE logo to one truck that was fixed by P.

-  P decided using both names on trucks would be confusing

-  D (thinking logo was abandoned), created a similar logo

D argues that P stopped using name for 3 years this was prima facie evidence of abandonment

P argues that they used name in promotions and one fixed truck
Decision:  P did not abandon rights to the name because they had intent to use name in future

-  *Promotional use of the name is NOT enough to constitute “use” under the LA

· Since 3 years since used, P had burden of proof.

· Use of name on one truck is insufficient to prove abandonment–Can’t have token use

-  However, P showed that they intended to resume the use of the mark

· Evidence of use of AE name on T-shirts and gifts is evidence that they intended to resume the use of the mark

-  *  There must be proof of intent to use in the REASONABLY FORSEEABLE FUTURE
· Reasonably foreseeable varies by industry
· Fire trucks last a long time so there is not a need to replace them right away and the mark can maintain its visibility

· It is reasonable for it to take 5 or 6 years to re-introduce trucks (However, this may not be reasonable for potato chips)
-  P just spent a lot of money primarily buying the brand name.

-  This is a question for the jury, not a matter of law

Exxon:  p. 286 - Court was criticized for finding that the TM owner intended not to abandon the mark as opposed to focusing on whether TM owner intended to resume use

-  **  Allowing the “intent not to abandon” allows protecting mark without commercial use or intent to use (this is prohibited by the LA)
Silverman v. CBS:  p. 287 - CBS stopped using Amos and Andy characters for 21 years

-  CBS said they were going to use the marks sometime in the undefined future

Class Case:

Prohibition case:  p. 287 - Couldn’t produce its liquor due to prohibition

-  These events were beyond the co.’s control.  They shouldn’t lose their rights

ii. Abandonment through failure to control use:

Stanfield v. Osborne (OII):  1995  p. 295

-  P developed agricultural products (like hog pad).  P allowed sales by OII for royalties.

-  OII wanted its own TM.  P insisted on “Stanfield” – Formed license agreement

· 1975 License agreement gave OII the use of the name “stanfield” on whatever products it wanted for 15 years, and did not give P any control over the products

-  P left OII, and OII stopped paying royalties in ‘76

Decision:  License agreement was a naked license and P lost rights to mark

P argues that agreement was a limited license.

D argues it was a naked license and P abandoned any rights in the TM

Naked License (or controlled license):  Occurs when a licensor allows a licensee to use the mark on any quality or type of good the licensee chooses.

· Uncontrolled licensing can cause a mark to lose its significance

· Constitutes abandonment of any rights to TM by licensor

Critical Question:  Did P sufficiently police and inspect its licensee’s operation to guarantee the quality of the products the licensee sold?

· *  Insufficient control results in the forfeiture of a mark.

· Here, the agreement did not give P any rights to inspect OII’s operations and OII had sole discretion to the design mark.

P argues he relied on D for quality control.  

· *  Relying on licensee for quality control is insufficient where there is no close or successful relationship between the parties.
Class:  The naked license did not Mention anything about quality control

- Economic reasoning:  It protects consumers who rely on the quality control of the licensor

-  Argument Against Prohibiting Naked Licensing:  Consumers no longer believe that TM refers to a certain source.

Notes:  *  If there is no requirement of control of quality, there is the danger that products bearing the same TM might be of diverse qualities

-  The public will be deprived of its most effective protection against misleading uses of a TM.

-  The only effective way to protect the public where TM are used by licensees is to put an affirmative duty of policing on the licensor

-  Assignments in gross:  Transferring of rights in a mark without transferring goodwill accompanying the mark is invalid.

Class:  TRIPS (Trade related aspects of intellectual Property)–World agreement in regards to IP

· *Under TRIPS, Naked licensing is allowed
· US has not changed its laws to abide by this.

· It will.  It is only a matter of time before naked licensing is permitted

University Book Store v. University of Wisconsin:  1994  p. 301

-  Bucky badger logo created in 40’s by third party (brown).  Used for years by many local t-shirt companies and on other sporting items

· Term badger has been used by school since 1889.

· None of P’s has used the marks as its own mark 

· Badger is state animal and nickname of Wisconsin

P argues: D abandoned rights and admitted that it did not have the exclusive rights to the marks

D argues:Public regards tm as having originated w/ school & continually used as source of origin
Decision:  While mark has been diluted and lost significance, it has not been abandoned (school has rights to mark)

-   When the school allowed others to use the logo, it was royalty-free non-exclusive implied license to use marks


-  (This decision seems to contradict Stanfield – Perhaps favoring educational institution)

-  *  Just because the mark has been diluted and weakened does not mean that the mark has lost its significance.

-  No evidence that the nature and quality of the goods have been below merchantable quality

Class:  *  Prof.:  If this was a corporation, they would have been considered as having abandoned the name  (The court showed deference to the university)

V. Registration

i. Statutory Sections:  §§ 1, 7-9, 12-15, 22-27, 29-30, 33-61

a.
The Registration Process

       i.
Overview of Relevant Provisions

Examination vs. Registration:  p. 312

2 regimes for getting trademark rights

1)  Registration:  Gov. reviews applications for compliance w/ formal requirements.  Compliance with the substantive protectability prerequisites is reviewed by the courts in litigation

· Up front administrative costs are low and judicial costs are higher (which are borne primarily by private litigants)

· Ex:  ICANN for Registering web sites – Only look to see if that exact site is taken

2)  Examination:  Gov. examines applications for compliance w/ both formal & substantive reqs.
· Large up front investment in administrative resources.

· Ex:  US patent syste
· * TM registration system is closer to an “examination system” since review substantive reqs.
· However, not as much substantive review as the patent system

· However, competitors can initiate administrative “opposition” before the PTO

· If there is registration, there is a presumption of validity
Typical Registration Questions:  p. 312

-  1)  Not lost the opportunity – can use it under the common law.  You can use the name first, then register the name.

-  If they reject the TM, does that mean you can’t use it?  No.  You can use it, but you can’t enjoin other people from using it.  (Would lose merchandising $ and this would be a big loss)

-  2)  Is state protection better?  No.  Only limited to the boundaries of the state

-  3)  Co. is NOT obligated to search before registration?  But most co.’s do so they can determine if it will be accepted. (Not bad faith in court if they don’t look since not required) 

-  4)  How long will registration last?  Lasts 10 years, but you have to file every 10 years.  But you can register the mark indefinitely.  


-  However, Registration process takes 18 months to 2 years.


-  6 months before you hear from examiner.  Examiner tells you problems, & you respond

-  5)  Is it a problem that they didn’t use TM notice on products?  Don’t have to give notice.  However, if you don’t give notice:

-  TM is asserting Common law right – Some assertion of right.  Tell court, the D had actual notice that I was asserting my rights.

-  ® is only used when you just registered the mark on the register

-  7)  No it is not too early.  Can file a 1(b) intent to use application.  You can get a 1(b) extension if you have not successfully used it in the 6 months.

-  8)  May file.  However, there is now a Madrid protocol option that allows registration in multiple countries.  (Madrid Protocol is at section 60 of the Lanham Act)

· However, Neither Mexico or Canada are part of the Madrid Protocol

Application Process:  §12(a)

· $335 to register a trademark – (335 X each class where you will register)

· Large corporations will register around 30 of the classes

· If accepted, then published in the Official Gazette

· §13(a) – Parties then have 30 days to oppose

· Any person who believes he has standing may oppose (must show some modicum of damage)

· §13(b) – If no opposition, then it is fully accepted an published.

· 1(b) ITU (intent to use) application – Sec. 12(b) deals with the ITU side

· Section 13(b)(2) – If no successful application, then a notice of allowance is issued.  Applicant must file a 1(d) affidavit.

Searching:

· *  Applicant has no obligation to conduct a search for prior registered marks.

· The examination system does this for the applicant

· However, most companies do a search to determine the likelihood of receiving registration.

· Domain Names:  Domain names are filed on a “first to file” system.  The registrar only does a very cursory review of domain name applications.

· As long as there is no identical domain name, then the registration is granted.

· W/ advent of the “.biz” domain names, co.’s w/ TM’s given a sunrise period for registering

Advantages of Principal Register Registration  (Why Register?)  p. 315

· Provides notice to the public of the existence and nature of the claim of rights

· This benefits the public by reducing the cost of avoiding infringement

· Ex:  Can order search to determine if TM is reg. before investing in ads & other costs

· ** §33 - Registration is prima facie evidence of:

· 1)  Validity of the registered mark

· 2)  Registrant’s ownership of the mark

· 3)  Registrant’s exclusive right to use the registered mark in connection with goods or services specified in registration

Supplemental Register:  §23-28
-  If certain marks don’t meet standards of full registration, may be reg. in supplemental reg.
· This is used to assist US applicants in acquiring foreign TM registrations

· This provides a means for US applicants to show evidence of a home registration

Key Parts of Application:

· Application must contain:  
· 1)  List of goods or services where applicant uses or intends to use the mark

· 2)  Drawing of mark (§1(b))
· 3)  Specimen showing the use of the mark with the good (ex:  Label or container)  - (§1(a))
*  4 Filing Bases (4 Different ways to File):
· 1)  Actual use of mark - §1(a)
· 2)  Bona fide intention to use mark - §1(b)
· 3)  Claim of priority from an earlier-filed foreign application - §44(d)
· 4)  Registration of the mark in applicants country of origin under LA - §44(e)
Disclaimer Practice:  §6
· PTO can require applicants to disclaim unregistrable components of registrable marks

· Ex:  “Toilet Duck” – PTO can make the co. disclaim that they don’t want the rights to toilet (which is clearly a generic term) and they just want rights to “toilet duck”

-  Prevents the false impression that applicant wants exclusive rights to a non-registrable component by itself.
Publication: §12
· If the mark is registered, it is published (and other company’s can monitor this)
Opposition:  §13
· Any person who believes that they may be damaged by registration may oppose registration.
ii. Post-Registration Actions
Notice: §22
-  Registrants may display the registered mark with ® notice or the equivalent in words.
· However, registrants who don’t give notice can’t collect profits or damages for infringement unless D had actual notice of registration.  (§29)
Maintenance & Renewal:  §8
· TM registration can be in force indefinitely.
· But registration is only indefinite if the registrant makes timely filings to maintain and renew the registration.
· Must refile after 6 years.  After that, can renew every 10 years.
Cancellation:  §14(3)
-  Cancellation petition can be filed at any time for:
· 1)  Genericness
· 2)  Functionality
· 3)  Abandonment
· 4)  Fraud in obtaining registration
· 5)  Violations of section 4 (Collective marks)
· 6)  Violation of section 2(a), (b), or (c)
-  Petition of cancellation based on other grounds must be filed w/ 5 years from the date of registration. § 14(1) -  (Otherwise Incontestable §15)
iii. Madrid Protocol Issues

Madrid Agreement and Protocol:

-  Madrid system is a system where TM owners of member countries (countries that where part of the Madrid system) can secure TM rights in other member countries by a single filing in home country’s TM office.

-  Under the Madrid System, the cancellation of the “home” registration resulted in all dependent extension of protection to fail (protection in other countries stopped)

-  US is not a part of the Madrid System

-  Under the Madrid Protocol, cancellation of the “home” registration still results in all extension of protection to fail.  However, Co. can file in a home country within 3 months and retain some priority date as with the international application.

Drawbacks of Madrid Protocol  §60 (Not mentioned in Casebook)

· 1)  Coverage –  Number of countries of protocol who agree to receive.

· Of the 195 countries, Only 57 are members of Madrid protocol (1/4)

· Ex:  Canada and Mexico are not members

· 2)  Central Attack – Provides that for a period of 5 years from date of application in home country, it is based on home application

· If US application falls in 5 years, then they all fall.

· *  If US application falls, can convert it into local applications (in the foreign countries) so long as the central attack was taken by a 3rd party

· Therefore if a competing company contested this and you lost, you could convert into local applications.

· Ex:  If attack by not a 3rd party (such as failure to use by yourself), then you cannot convert.  

· 3)  PTO requires specific descriptions:  In foreign countries you don’t have to give specific descriptions of how you are going to use the TM.  

· US co. have to file much more narrow TM’s than other countries.

b. Exclusions from Registration

i. Overview
 §2 Bars from Registration: (§2 starts that we will register everything except a few exceptions)

· 2(a) – Scandalous or disparage
· 2(c) – Name or signature of living individual unless there is written consent.

· 2(d) – Mark previously used in the US (consumer confusion section)

· 2(e) – Includes (1) Merely Descriptive or deceptively misdescriptive, (2) Primarily geographically descriptive, (3) primarily geographically descriptively misdescriptive, primarily merely a surname, and (5) functional.

· 2(f) – However, can register if there is secondary meaning for all of these (except (a),(b),(c),(d),(e)(3) & (e)(5) )

ii. Scandalous, Disparaging, and Deceptive marks Under §2(a):

-  Under §2(a), No trademark shall be refused registration unless:

-  Under §2(f) – Even with secondary meaning, if mark is scandalous or disparaging, it may not be registered.

-  “Consists of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrespute…”

Harjo v. Pro-Football inc.:  1999  p. 321 (Rev’d 2003 District Court D.C.)

-  Group of Native Americans petition the use of the Name of the TM Redskins by the NFL

Issue:  At the time the TM was issued, did the reg. marks have a scandalous matter or disparage Native Americans in a matter that would bring Native Americans into contempt or disrespute?

-  Decision:  Trial court finds the TM to be disparaging and thus cancels mark (However, on appeal, this is reversed)

Scandalous:  (Look at the General Community)
-  **  Court should look to the “ordinary and common meaning” – Such as the dictionary

-  Consider the mark in the context of the marketplace
· 1)  Includes the standpoint of not necessarily a majority, but the substantial composite of the general public, &

· 2)  In the context of contemporary attitudes
*  2 Step Test:

-  1)  Determine the likely meaning of the matter in question

-  2)  Whether in view of the likely meaning, is the matter scandalous to a substantial composite of the general public.

To determine Meaning - Must consider:

1)The relationship b/w matter & any other element that makes up the mark in it’s entirety

2)Goods and/or services and manner in which the mark is used in a marketplace in connection with goods and/or services

Disparage:  (Look at the Targeted audience)
- *  Court should look to the “ordinary and common meaning” – Such as the dictionary

-In addition to dictionary definitions, we must look at the relationship between the subject matter and other elements that make up the mark (The nature of the goods and manner where it is used)

· Ex:  Use of Dough-Boy (means American soldier) for anti-venerial medication.

-  **  Perception of the general public is irrelevant.  Only perceptions of those referred to, identified, or implicated are relevant to this determination.

· Ex:  If alleged disparagement is of a school, the relevant group may be the students, faculty, administration, alumni.

Contempt or Disrepute
· There is no earlier guidance for these terms.

· Court will use disparaging guidelines as applicable to “contempt or disrepute”

Analysis of this case:

Disparagement
-  2 Questions:

1)  What is the meaning of the matter in question?

-  Vast majority of the uses of “redskin” refers to football team.  A lot of Native Amer. imagery.

-  Term “Redskins” clearly carries the allusion to Native Americans

2)  Whether the Matter may disparage the Native Americans?

- * Evid. shows that the general public finds the term to be derogatory.  Therefore court can infer that native Americans would also perceive the word to be derogatory

· 1996 Survey:  36.6% of participants in native American sample found the word (by itself) redskin to be offensive.

· However, this is in 1996 (not when TM was issued) and does not refer to football at all.  
· Fans and media used offensive imagery when discussing the Redskins

· ** However, D is not responsible for actions of media or fans.  But their actions are probative of the public’s perception

-  Therefore, there is evidence that derogatory connotation extends to the term redskins.  This may be disparaging.

Scandalous
-  No evidence that this is scandalous.  

-  P does not establish that during the relevant time period that the appearance would be “shocking to the sense of truth…”

-  *  The use of the term in football and its acceptance among the public is inconsistent with the sense of outrage necessary for scandalous.

-  On Appeal

-  Court decided that the substantial evidence standard applied and the decision was not supported by substantial evidence
-  Court agreed with the disparagement standard, but disagreed with the inferences and ultimate conclusions.
· Problems With Decision:  Survey did not show the use of the word redskins in a football context.  Bothered by reliance of evidence of fan and media usages.  If this were the standard, no team with Native American would be able to keep TM

Class:  In general, the threshold for scandalous is higher than many would think

Deceptive
In re Budge Manufacturing Co., Inc.:  1988  p. 338

-  Board rejects the mark for “Lovee Lamb” for car seat covers because deceptive (the seat covers were made from synthetic fibers)

Decision:  Mark is deceptive and is not protected
***  3 Prong Test for Deceptive Matters:  (Ex. on p. 341)
1)  Is term misdescriptive of the character, quality, function, composition or use of the goods?

2)  If so, are prospective purchasers likely to believe that the misdescription actually describes the goods?

3)  If so, is the misdescription likely to affect the decision to purchase? (Materiality Test)
· If all 3 prongs are met, it is deceptive under §2(a) – No protection (even if secondary meaning is shown under §2(f))
· If first 2 prongs are met, it is deceptively misdescriptive under §2(e)(1) – Protection only if secondary meaning under §2(f) 
· If none of the prongs are met, it is either:

· Merely Descriptive under §2(e)(1) and can be registered if secondary meaning under 2(f), or

· Inherently distinctive and can be registered without showing of secondary meaning.  (If only first prong is met, then it is probably inherently distinctive b/c it is arbitrary)
Applying the 3 Prong test in this case:

1)  Admits covers are not lamb or sheep

2)  Seat covers can & are made from natural lamb.  With “lamb” in title, likely to believe.
3)  Natural lambs wool is more expensive so it can effect the decision.

D argues:  Not misdescriptive when considered with the text of the advertisement (which says “simulated sheepskin”

**  Misdescriptive can be negated by looking at the context of the whole mark.  However in this case, where the explanation cannot always be seen, the misdescriptive nature will not be negated.

iii. Geographic marks  (§2(e)(2-3))
-  *  Under §2(e)(2), when used on or in connection with goods that are primarily geographically descriptive of them, they do not receive protection (However, under §2(f) they can receive protection if there is secondary meaning).

-  *  Under §2(e)(3), you can’t protect a mark when used with the good it is primarily geographically deceptively misdescriptive of them. (Even with Secondary meaning under §2(f))
-  *  Under §2(f) – If mark is primarily geographically deceptively misdescriptive of good, AND became distinctive of applicant’s goods before the date of the enactment of the NAFTA ACT (12/8/93) then it may be protected.

Burke-Parsons-Bowlby Corp. v. Appalachian Log Homes:  1989  p. 342

-  P used “Appalachian Log Structures” in ads starting in ‘80.  P submitted evid. of sec. meaning
-  D began using name in 1981.  D is located in Virginia (an Appalachian state)

Decision:  No protection for P’s mark.  The name was geographically descriptive and did not acquire secondary meaning.

-“Appalachian” region has been publicly acknowledged as a distinct identifiable region since ‘02
-  **  Geographic terms are generic or descriptive.  Congress left this open to all users.  To allow only 1 co. to have the name would grant that co. a monopoly by preventing others from indicating their product’s origin.  (Under §2(e)(2))
· However, if geographic terms was minor or unconnected with the goods, the it is protected.  Ex:  Carpet World

-  *  Geographically Descriptive:  Where a logical connection can be made between the product and geographical term, it is geographically descriptive.

· Ex:  Alaska Salmon

-  No requirement that the challenger to the TM demonstrates that an area is noted for goods

· The proper question is what meaning does the name convey to the public?

· A goods/place association is presumed by the public.

*  A TM that is primarily geographically descriptive must acquire secondary meaning to get the protection of the Lanham Act.  (§2(f))
· With secondary meaning, the term denotes a single source for the product

· In this case, there is no evidence that P’s rise to prominence occurred before D’s use.  P had only used the mark for 20 months before D used it.

Dissent:  Agrees that the term “Appalachian log structures” is a geographically descriptive mark.

· However, judge argues that there is secondary meaning
-  Judge argues that when PTO approves TM, it has determined that mark has secondary meaning
Notes:
· *** 3 Prong Test Geographically Descriptive, Geographically Deceptively Mis descriptive, and Geographically Deceptive Marks -  2(e) & 2(a) 
· 1)  Geographic significance Test:  Is the primary significance of the mark a generally known geographic location? 
· If No, allowed to use.
· If yes, go to question 2
· Ex:  Vitel was name of bottled water – It is the name of a place in france.  But it was Obscure and not recognized by Americans.  So it passed
· Ex:  McAdams for whiskey – Found to be geographically descriptive.  People would assume it is a geographic.  Name McAdams would be associated with Scotland in the US
· 2)  Goods/Place Association:  Is the consuming public likely to believe that the geographic location identified by the mark indicates the origin of the good bearing the mark? (May be presumed –see below)
· If No, mark is probably inherently distinctive (arbitrary or suggestive)
· If yes, go to question 3. 
· Tulscana:  Well known enough – For reasonably high end furniture.  
· Minnesota Cigar co:  Would be association between Minnesota and the cigars.
· California Pizza Restaurant:  Goods place association because there is a style of food that is recognized by California type food
· Rodeo Drive Perfume: Primarily Deceptively misdescriptive:  Many stores sell expensive perfumes on Rodeo Drive
· Sunset blvd. perfume:  The co.’s headquarters is on sunset blvd.  Therefore, there is no goods/place association.  
· 3)  Do the goods bearing the mark actually originate in the geographic location identified by the mark?
· If yes, mark is geographically descriptive under §2(e)(2) and can be registered by showing secondary meaning under §2(f).
· If No, apply Materiality Test:  Is the misrepresentation of the geographic origin of the goods a material factor in consumers’ decision to purchase the goods bearing the mark?  
· If Yes, mark is geographically deceptive under §2(a) – Can’t be registered even if showing secondary meaning under §2(f).
· If No, mark is geographically deceptively misdescriptive under §2(e)(3).  Can’t be registered even with secondary meaning Unless distinctive before 12/8/93.  (For supplemental Register, must have been in lawful use in commerce since before 12/8/93)
· Ex:  Nantucket Nectars:  Drinks was not bottled in Nantucket.  However, HQ was there, did research and development there.  Pursuaded that Nantucket was the geographic origin
Presumption for second prong – 
· Where there is no issue that the geographical significance of a term is its primary significance and where the geographical place is neither obscure nor remote, a public association of the goods with the place may ordinarily be presumed from the fact that the applicant’s own goods come from the geographical place named in the mark  (p. 346)
-  Generic Geographical Name:  Geographic name can be generic if it signifies a class of goods (Ex:  Swiss Cheese)
-  §4 Exception for Regional Origin: 
· If there is an “indication of regional origin, the certifier must control the use of designation and limit it to products meeting the standards of the regional origin established by the certifier
· Ex:  For the use of the name Cognac (From Cognac, France), there must be regional certification
* Fair Use Doctrine:
· Fair use doctrine can be used to argue that it is a defense of TM infringement where it truthfully describes the origin of a product.
In Re California Innovations:  2003  p. 349

-  D tries to register “California Innovations” even though co. is not from California

· Board refuses to register saying it is geographically misdescriptive

-  NAFTA and its implementing legislation obliterated the distinction between geographically deceptive marks and primarily geographically deceptively misdescriptive marks
-  §2 no longer treats geographically deceptively misdescriptive marks differently from geographically deceptive marks
· Both categories receive permanent rejection

Ex:  Philadelphia Cream cheese

1) Philadelphia is a well known place

2) Assume buyers believe that the cream cheese is made in Philadelphia

a. Without material prong (3), this would be rejected

3) Where the cream cheese is made will not matter to the consumer (not material)

a. Therefore it is given protection

iv. Name Marks: §2(e)(4), §2(c)
In Re United Distilleries:  2000  p. 358

-  Co. tried to register the name “Hackler” for alcoholic beverages.  Board refused registration under 2(e)(4) because it is primarily merely a surname
Decision:  Granted registration of the name Hackler

-  *  Term is “primarily merely a surname” if, when applied to a particular product (or used in connection with a particular service), its primary sig to the purchasing public is that of a surname  

· Can only be resolved on a case by case basis

**  4 Part Test for “Primarily merely a surname”:
· 1)  Whether surname is rare
· 2)  Whether anyone connected with applicant has the involved term as a surname

· 3)  Whether the term has any other recognized meaning
· 4)  Whether the term has the “look and feel” of a surname

In this case:

· 1)  Rare:  Only one name in manhattan phone book, and 4 in DC

· 2)  No one connected with name related to applicant

· However, ads indicate it refers to a real person in 19th century

· 3)  Other recognized meaning:  Hackler is one who hackles – Separates long fibers.

· 4)  Neutral:  Not clear whether Hackler has a surname feel, or just arbitrary

-  The name will not be perceived as primarily merely a surname
Class:  Doesn’t matter if it is a first name or a last name.  Can’t avoid the surname issue by simply choosing a first name

Notes:  

-  Secondary Meaning Requirement:  Where there are multiple similar personal names used, consumers will be hesitant to assume there is a common source for products w/ a particular name

· Protecting a name will limit the use among other people for their businesses if they have a similar name.

·  Therefore protection is only extended where it is necessary to prevent misappropriation of good will and deception of consumers
-  Merely v. “Primarily merely”:  Originally, the act only required “merely a surname.”  When it was revised, they added “primarily” because otherwise every name could be merely a surname

· This required evidence that term would be understood “primarily” as a name

In re Sauer:  1993 p. 361

-  Tried to register a mark for a football shaped baseball with name “Bo Ball”

· Board refused under 2(a) and 2(c)

Decision:  Bo Ball can not be registered as a mark
- **  §2(a) – 4-Part Test:

· 1)  Mark must be shown to be the same as or a close approximation of the person’s previously used name or identity
· Class:  Person is not necessarily a human.  A corporation will count as a person.

· Ex:  Sydney2000 – Denied because it falsely indicated a relation to the Olympic committee

· 2)  It must be established that the mark (or part of it) would be recognized as such

· Uniquely or unmistakenly points to a person.

· Ex:  Notre Dame – School brought case against a notre dame cheese.  Court found that “notre dame” did not uniquely or unmistakenly point to the school.  It also pointed to the cathedral.

· 3)  It must be shown that the person in question is not connected with the goods or services of the applicant

· 4)  The person’s name or identity must be of sufficient fame that when it is used as part or all of the mark on applicant’s goods, a connection with that person is likely to be made by someone considering purchasing the goods.

-  Bo Jackson played football and baseball and widely referred to as “bo”

- Applicant argues other famous Bo’s

· However, none as famous – And none that played baseball and football

-  Purchasers would recognize item as reference to Bo Jackson

-  There is no connection between the parties

-  Under §2(c):  Can’t register a name if it identifies a living indiv. except w/ written consent

**  §2(c) test:
Identifies:  Name identifies a person only if the individual bearing the name will be associated with the mark as used on the goods, because: 

· 1)  Person is so well known that public would reasonably assume connection, or

· 2)  Individual is publicly connected with the business in which the mark is used.

Notes:  How well known is well-known?

-  Must be well known to 1)  general public, or 2) specific field

· Register for name Neil Martin in clothing line.  Name Neil Martin is well known in certain circles, but not to the general public or in clothing.  Registration allowed.
Examples:

1) George Washington Ate here (Didn’t actually ate here) – Non-deceptive.  Normal consumer would not be lead to believe that he actually ate there (he probably never made it that far west)

2) US Health club (for vitamins)  – Non deceptive –  Americans would not imagine that the term was associated with US gov.

3) National credit control (with picture of American eagle) – Falsely suggested connection with the US government.

4) Buddah beachware – Not disparaging

5) Memphis mafia – Not disparaging

6) Prince Charles Meats – 2(c) connection with living person

7) Maid in Paris – Deceptive

v. Incontestability:  (§14, §15, §33)
Park N’ Fly:  1)  Incontestability can be used offensively.  2)  Incontestable mark can’t be challenged as merely descriptive
Incontestability:  Where regular mark is used in “continuous use” for 5 years from the date of registration and remains in use at the time when incontestability is claimed

Rationale:

1) Without incontestability, Old marks that are renewed have a feeling of insecurity in TM prop.
2) Small user will wait until a lot of money is spent on a new products and then jump out of no where and demand lots of money for the use of the TM.  (This forces co.’s to challenge early)

3 Provisions in Lanham Act that deal with Incontestability

1)  §14 – Cancellation of registration  (p. 367)

-  Petition must be filed within 5 years of date of registration (because it will become incontestable under §15)

2)  *  §15 – Incontestability of right to use mark under certain conditions

-  Incontestable where mark has been in continuous use for 5 consecutive years after the 

registration and is still in use in commerce, if:

1) No final decision adverse to the registrant’s claim of ownership of a mark, AND

2) No proceeding involving the rights of a mark are pending
3) File affidavit within 1 year after the 5 year mark of registration

4) No incontestable rights in a mark that is generic
3)  §33 – Registration on principal register as evidence of exclusive right to use mark; Defenses

** §33(b) - 9 Challenges that can be raised even as to incontestable registrations:

1)  Registration obtained fraudulently
2)  Mark abandoned by registrant

3)  Mark is being used to misrepresent the source of the goods or services.

4)  Use of mark is of party’s individual name in his own business, or of name that is 

descriptive and used fairly in good faith to describe goods, or geographic origin.

5) If mark was used without the knowledge of registrants prior use and continuously used by such party from a date prior to:

a. Date of constructive use

b. Registration of mark is filed before date of TM law revision act of 1988

c. Publication of registered mark under 12(c)

      -  However, defense only applies to area in which continuous use is proved.

6) Mark was registered & used prior to the registration under this act and not abandoned

-  However, defense shall apply only for the area in which the mark was used prior to such registration or publication of the registrant’s mark


7)  Mark being used to violate anti-trust laws of the US


8)  Mark is functional

9)  Equitable principles including estoppel are applicable.

Park ‘N Fly v. Dollar Park and Fly:  1985  p. 370 – (ONLY SC case on incontestability)

-  P started business (Parking lots near airports).  Filed TM & filed for incontestability 5 yrs later
-  D claims that mark is a generic term and merely descriptive.
Trial Court: Not generic & incontestable mark can’t be challenged on grounds that it’s merely descriptive  Appellate Court:  Incontestability can’t be used offensively.  D could defend the infringement by showing that mark was merely descriptive.  It was merely descriptive and would not give protection to P’s mark

Decision:  Protection to mark.  Incontestable mark can’t be challenged on the grounds that it is merely descriptive.

-  Use of Incontestability - Statute (§15) does not indicate whether the provision can be used offensively or defensively

· **  Offensive use of incontestability is allowed:  Language in 3 of the defenses contemplates use of incontestability in infringement actions by P.

· *  Incontestable mark can’t be challenged as merely descriptive
· §33(a) allowed D the opp. to challenge P’s mark (before it became incontestable)
· Congress could have denied incontestability to merely descriptive marks if intended to.  It did not.
-  Purpose of Incontestability:  The opportunity to obtain incontestable status encourages producers to cultivate the goodwill with a particular mark.  The purpose would be frustrated if it couldn’t enjoin enfringement.  

D argues:  This conflicts with the goals of the LA since the mark is merely descriptive and shouldn’t have been registered in the 1st place.

· However, a merely descriptive mark can’t be registered without secondary meaning (and the board found this).  D had 5 years to challenge this name.

· *  Congress specifically mentions grounds where incontestable marks can be challenged (§33(b)).  Congress did NOT include “mere” descriptiveness.

· *  If incontestability is used for monopolization, then under §33(b)(7), there is a defense when the mark is being used to violate anti-trust laws.

D argues:  Registration was issued without inquiry.  This is incorrect.  P persuaded the office that there was secondary meaning (and thus registrable)

· D had plenty of opportunity to challenge.  The name was posted in the Gazette.

· *Finding otherwise would vitiate the more specific provisions of the Lanham Act.

-  Dissent:  Mark is merely descriptive.  P never provided proof of secondary meaning and thus its registration was a violation of the Lanham Act.

· Where secondary meaning is shown to the board, the incontestable finding is OK.

· If there is no showing of secondary meaning, this is a defense to the incontestability.

Notes:  Incontestability can’t be defended on the ground that it is primarily merely a surname.
Illegitimacy:  Arguments that incontestability is illegitimate.

1)  The purpose of the LA was to codify the existing common law (and not to create new rights).  This is creating a new right

2)  Incontestability makes mark property that is owned and controlled (originally the function was to control the right to use the mark in certain situations)

Class:  There is a lot of rubber stamping in the PTO – (Examiners do better in the eyes of their managers if they get through more applications)

· This is an argument that the courts should not give any deference to the PTO’s finding.  

VI. Geographic Limits on Trademark Rights

i. §7(c), 22, and 33(b)(5)-(6)

§33(b)(5) –  Good Faith:  Defense to incontestability that the D used the mark without knowledge of the registrant’s prior use and continuously used since prior to the date of constructive use under §7(c) (Used the mark, filed ITU, or filed foreign application), actually registered mark §22, or 12(c) (publication of mark).  HOWEVER, this defense only applied to the area in which such continuous prior use is proved.  (D would be intermediate Junior user)
§33(b)(6) – Defense to incontestability that the mark was registered and used before the P’s mark was registered under §12(c) and not abandoned.  HOWEVER, this only applies for the area in which the D’s mark was used prior.
-  (Look out for whether either mark requires secondary meaning – Usually Junior user will have had to have used the mark in area before the senior user gets secondary meaning)

§22 – Constructive Notice applies to everyone upon actual registration (no good faith defense under §33(b)(5)

§7(c) – Application to register the mark is considered constructive use.  However, this is contingent on completing the application – (Many people argue that this eliminates the need for §22.)

a.
Geographic Limits on Common Law Rights:  Tea Rose Doctrine:

United Drug Co. (P) v. Theodore Rectanus co. (D):  1918  p. 381  (SC)
-  Regis applied “Rex” (derived from her name) to boxes of medicine in 1877.  (P) bought Regis co. in 1912 (including TM rights)

-  D used “Rex” on his “blood purifier”

· P was told prior to using “Rex” that D had already been using the name “Rex” and had been used for 16 or 17 years before that

-  D used the mark for years and spent a lot of money advertising it (although they stayed local)

· Regis, on the other hand did not spend money or expand.

D argues: Where the first user is reasonably diligent in extending his territory of trade, the later (P in this case) should be prevented from using the name  

· D also argues that they expanded the business as much as possible
Decision:  D can use the name “Rex” in that area (No injunction)
-  *  The right of the use grows out of its use, Not only its adoption.
· TM is not a monopoly.  
· TM does not operate as a claim of territorial rights over areas.  
-  Regis business (that D acquired) was confined to the New England States.  No rights in KT
· **  It would not be right for a party who used a TM in one jurisdiction and built up the name, and then take the name away just because another person in some remote area briefly used the mark before the other person.

· *  In Hanover, the court found that where 2 parties use the same mark upon goods, (but in separate areas wholly remote from one another), prior appropriation is legally insignificant
· (In other words, it doesn’t matter who used it first)
Requiring D to give up the name would:

1)  Deprive D the benefits of good will resulting from long use and significant spending

2)  Enable the petitioner P to gain substantial benefit from D’s good publicity
Notes:

-  Good Faith:  (Restatement)  A junior user does not act in good faith if the junior user intends to create a likelihood of confusion with the business of prior use.  

- Area Scope:The geographic scope of privity extends beyond the area where the mark is actually used if the user’s association with the mark is known to prospective purchasers in other areas.

Class:  *  33(b)(5) – Good faith requirement still exists today

· However, it is hard to determine how to define Good faith.  

· Multiple standards - So you could theoretically be aware of the other use of the name and still have good faith.

· Majority of courts hold that if the junior user has any knowledge of the use of the name, then there cannot be good faith.

Class:  (Side Problem - If not inherently distinctive, then you have to determine when the user achieves secondary meaning)

· Ex:  Purity Blood purifier (Descriptive)

· Senior user starts in 1870, and in 1900 goes to Lousivill

· For Junior user to have good will, then junior has to have used name before Senior user has secondary meaning in Lousiville area.

-Junior user doesn’t have to show that they have achieved secondary meaning before senior user, but they do have to show that they used the mark before senior user achieved secondary meaning
b. Geographic Limits and Registered Rights:

Dawn Donut v. Harts food stores:  1959  p. 387

-  P wants to enjoin D from using the name “Dawn” w/i 6 county area of NYS around Rochester.

· P has not licensed or exploited the mark at retail level in D’s market for 30 years.

· (w/ the exception of one store in the past) P’s licensing has been confined to areas not less than 60 miles from D’s trading area.

-  D’s distribution is confined to 45 mile radius of Rochester.  Advert. is also limited to this area
D argues P did not use the mark in the area for 30 years and therefore should not have exclusive rights to use the mark in the area.

Decision:  P does not have the right to enjoin D’s use of the mark in the area.

-  * §22 provides that registration of TM on principal register is constructive notice

(Class:  ** No good faith defense since the mark was registered)

· This provides protection to the registered marks regardless of the areas where it is used.  

· No abandonment because the mark was still being used in other parts of the country.  For abandonment, must be abandoned all together

· Without this rule, it would be impossible to measure the geographical extent of the abandonment

**  However, If the use of the marks by registrant & unauthorized user are confined to 2 sufficiently distinct and geographically separate markets, with no likelihood that the registrant will expand into D’s market (so no confusion is possible) then the registrant can’t enjoin.  

· In this case, because of the perishable nature of the goods, purchases are usually made close to home.

· Since P had not used the name in the area for 30 years, there is no expectation that they will in the future.

· The # of licenses has decreased significantly in the past so there is no likelihood that they will expand

-  Since there is no likelihood of public confusion, no injunction
Class Example:

Thrifty v. Thrift:  

· 1958 Thrifty began use of the mark in OK

· 1962 July, Thrifty Applies for Mark

· 1962 October, Thrift begins use of name in MA

· 1964  Thrifty Registration approved

· 1967  Thrifty enters MA

· Thrifty wants to stop D from using Mark

· Does intermediate Junior user apply?

· Thrift started using before registration approved

· Thrift was allowed to use in the Boston area

· Thrifty was given the rest of the country

7(C) was not in effect – so date of application does not apply

Thrift is Junior – Because through the nation, Thrifty came first

Intermediate – Used name between applying for the mark and registration being approved.

c. Territorial Nature of US Trademark Rights:

Person’s co. v. Christman:  1990  p. 400

· 1977 – P applies for Person’s TM in Japan

· 1981 – D goes to Japan and buys Person’s clothing

· 1982 – D finds that no one is using the name in the US and makes Persons clothing in US

· 11/1982 - Buyers buy P’s goods for sale in US (7 months before D’s sales in US) 

· 1983 – D applies for mark - D does not know that P plans on entering the US market

· 1984 – September - D got mark for use on apparel

· 1985 – August – P got mark for Luggage and clothing - P sold $4 mil. worth of goods

· 1986 – Both parties became aware of the other parties good being adv and sold in US

Decision: D is allowed to use the mark in the US

-  Board:  Use of mark in Japan does not est. priority against good faith senior user in US market

· P’s goods are not known in the US, so D could not have used their reputation or good will.  There is no unfair competition.

P argues:  Using mark by D was done in bad faith and should not be allowed to use if used with knowledge of the P’s prior use.

· (§44 of LA does permit foreign applicants who have registered a mark in foreign country and it takes the same date as in the United States.)

-  **  However, court finds that Bad faith requires more than just knowledge of prior use of a similar mark in a foreign country.
· Bad faith if:

· 1)  Foreign mark is famous here, or

· 2)  Use is nominal one to block the prior foreign user’s planned expansion into the US.

-  In this case:  Neither of these issues apply.

-  Since P failed to secure protection of mark, and D not in bad faith, D allowed to use mark

Notes:  §43(c)(1) – Defines Famous
-  International definition of Well-Known:  Must look to the relevant sector of the public (including the knowledge in the member concerned which was been obtained as a result of the promotion of the TM)

Class:  Territoriality applies – Seniority has nothing to do with uses abroad.

-  Exception:  Where marks are famous in foreign countries, then the mark can’t be used.

-  Opposite of this decision is the universality principal – So much commerce and travel between countries, consumers are exposed to the brands abroad

· Commentaries on this issue say this decision should be abandoned

VII. Confusion-based Trademark Liability Theories

i. §32, 43(a), TRIPS 16(1), EC Trademark Directive Article 5(1) and (3)

a.
Evolution of the Confusion Standard

§32 – Trademark Infringement Course of Action  (Deals with TM’s)
-  Infringement Requires: (p. 447)
· Use in commerce

· Copy or imitation of registered mark

· Sale, advertising, or connection with goods

· That is likely to cause confusion, 

§43 – False Designation of Origin  (Doesn’t really deal with TM’s)
-  Infringement Requires:

· Use in commerce of anything that,

· Is likely to cause confusion, or sponsorship or approval of goods

-  As a practical matter, TM owners usually plead both §32 and §43(a) in the alternative

To prove TM infringement and Unfair Competition under the LA, must show:

3 Part Test for Infringement:

1) P owns TM, and

2) Mark is valid & legally protectable, and

3) D’s use of the mark to identify goods or services is likely to create confusion

· Where there is registration of a mark, there is a presumption of 1) & 2).

· Where no registration of mark, party must prove 1) & 2)

a.  Evolution of the Confusion Standard
(Old Rule)  Borden Ice Cream v. Borden’s Condensed Milk Co.:  1912  p. 449

-  Old co. = P        –         New Co. = D

-  Old sued new to enjoin from using Borden name to market ice cream

-  Old had become synonymous with the milk business (widely known)


-  Old sold milk and other manufactured forms of milk

Decision:  New Co. is allowed to use “Borden” name to market ice cream

-  That the public is deceived may be evid. that the original proprietor’s rights are being invaded
· *  However, suggesting that the goods are made by someone else does not give a right of action by itself.  For Right of action, property rights must be interfered with.

Here, old company never made ice cream.

· Secondary meaning has no legal significance unless 2 people make same kind of good

· Old was never associated with Ice cream.  If there is no competition, Old can’t assert rights for secondary meaning
P argues:  Dealers will assume ice cream is from them and will stop buying the component parts.
· Court says this is too speculative

Class:  Rationale for protecting TM’s:

-  Now:  Minimize search costs for consumers, and encourage producers to make consistent quality goods (hopefully of a high quality).

-  Old:  Reason we protect is because they were the property of the company and we want to protect the company.

Fleischmann Distilling (Black and White Scotch) v. Maier Brewing co. (Black and White Beer):  1963  p. 452

-  B&W Scotch has been widely sold in CA.  “Black and White” is known in alcohol industry as whiskey.  Spent $5 million in advertising

Trial court:  No competition b/w whiskey and beer.  Confusion unlikely.
Decision:  D’s cannot use “Black and White” (will cause confusion)
Issue:  Is beer name likely to cause confusion or mistake or deceive purchasers as to the source of the origin of such goods or services?
*  LA does not require that goods be of the same descriptive properties
*  Avg. purchaser is be likely to believe that beer co. had some connection w/ whiskey maker
· D knew “Black and White” was a popular whiskey brand
· The only purpose for using the same name was to capitalize on the popularity of the name
*  P is not required to show wrongful intent
· **  Where evidence requires that the inference that another’s name was adopted to deliberately obtain some advantage, then there is an inference of likelihood of confusion.
· In this case, there is an inference that the name “Black and White” was used to obtain an advantage.  Therefore there is an inference that there will be a likelihood of confusion.
-  The use does not have to be the same or in competition with the original use.
· *  Question to ask:  Are uses related so they are likely to be connected in the mind of a prospective purchaser?
· In this case:  Beer & whiskey are both in alcoholic bev. category, thus related.  
-  *  Must protect the general public (unskilled purchaser).  The public only has general impressions which guide them in the selection of products
Notes:  At the time of Borden, Support in cases that unfair competition existed to protect the rights of individual TM owners.

-  Consumer Deception was not its own ground for unfair competition

-  US law currently holds that 2 theories (TM protection & Consumer protection) are not mutually exclusive
b. Factors Analysis for Likelihood of Confusion

-  Factors analysis for likelihood of confusion

· All circuits have a likelihood of confusion test – (p. 470 for the Chart of Tests)

*  Virgin Enterprises v. NAWAB:  2003 p. 472

-  P owns “Virgin” for retail stores in computers and electronics.  Line of CD players, etc.

· However, P has no line of phones or phone services
· P does advertise wireless communication under “Virgin Mobile”

-  D advertises wireless communication products under the name “Virgin Wireless”

Lower Court:  No infringement because P did not extend their use of mark to telecomm. field

· D was the first to use “Virgin” in telecommunications and first to register for field

· No confusion in the logo and D spent money registering name

Decision:  Use of the name “Virgin infringes on P’s mark.

-  Court uses 2nd Circuit Polaroid Test:

· First 6 items deal with Consumer confusion (strength of P’s mark, Similarity of marks, proximity of the products, likelihood of bridging the gap, existence of actual confusion among consumers, sophistication of consumers)
· Last 2 items deal with harm to reputation  (D’s good faith, quality of D’s products)
1)  Strength of Mark: (However, 2nd Circuit doesn’t put much emphasis on strength of mark)
a.  Inherent Distinctiveness:  If the name is arbitrary, it is more powerful than if it is suggestive, descriptive, or generic.

· TM law gives less protection to marks that diminish the access of the name to others (where it relates to the good)

· Where the name is arbitrary, consumers will assume (b/c of arbitrariness) that it is the same co. if it is on another label.

· *  “Virgin” is inherently distinctive since it has no relation to wireless equipment.  If name seen in two stores, people will assume they are related

· *  Professor:  Inherent strength should not be considered.  This is an old formal category.  Under this, Iormyx is a “strong mark” yet no one has ever heard it.

b.  Acquired Distinctiveness:  Fame or high degree of consumer recognition (Secondary Meaning) makes a mark stronger.  

· If name is used in commerce, it is likely that consumers will recognize it from prior use.

· *  P’s use of “Virgin” is famous worldwide.

· * Class:  Should we give stronger marks more protection?  Do they need it?  However, it is more likely to be remembered by the consumers so it is important to protect.
2)  Degree of Similarity between P & D’s marks:
· Identical marks since both use “Virgin”

· Difference in logos is minor

Class:  Trinity in Similarity of marks:
-  A)  Sight:  Do they look the same

-  B)  Sound:  Smirnoff v. Sarnoff

-  C)  Meaning:  Tornado

3)  Proximity of the products or services
· If the products are in completely different markets, then consumers are less likely to assume similarity.

· While P didn’t sell the same exact products, they sold similar items (like CD players) that are in the “same channel of commerce”

· Consumer would have a high expectation of finding the same items in same store

4)  Likelihood of bridging the gap  (Least Important Factor)
*Bridging the gap:  Where P would actually enter the market in which the D has already entered.

· In this case:  P already had plans to enter the telephone market

5)  Evidence of Actual Confusion
-  Former employee of D stated that many people that came to his kiosk were confused and asked if it was affiliated with P

-  Class:  Survey evidence – however, judges often find reasons why survey evidence is not valid

6)  D’s good faith in adopting the mark:

-  Some evidence of bad faith, but not enough.  This factor is neutral.

Class:  Bad faith is generally not a strong aspect of deciding likelihood of confusion.  However, from a litigation point, this is very important.  High correlation between bad faith and outcome for P

7)  Quality of D’s Services or Products:

· Neutral in this case.

Can argue that there Couldn’t be confusion because there is such a difference in the quality (ex:  Rolls Royce cars and gum couldn’t be confused) – Prof:  Bad factor, should be eliminated

8)  Sophistication of Consumers (Buyers)
Likely that:  Cell phone buyers are more likely to give greater care than customers in a supermarket
Class:  Where there are professional buyers, the scope of the mark should be very narrow.  The buyers are so sophisticated, they won’t be confused

a. Ex (Extreme case):  Well spring v.  Well Springs – Care facilities for mentally handicapped children -  No confusion – Parents would be so involved that they would not confuse the names

b. Ex (other end):  Product for children – Much more likely to be confused.

Does it matter if rich or poor:

-  Always assumed that rich person was more sophisticated

-  However, could argue that the poor person is more careful with their money (since they don’t have a lot of it).  The marginal utility for each Dollar is greater than a rich person.  Rich person may buy expensive goods with less thought because they can.  

· Considered neutral in this case since there is no evidence

Decision:  Since 5 of 6 factors (that pertain directly to likelihood of consumer consion) favor P, & none of factors favor D, it is likely to cause substantial confusion.  (D cannot use the mark)

McDonald’s v. McDental:  1993  p. 478

P is McDonalds – 400 restaurants in New York - D operates McDental in a mall

-  1981 – D gets a state service mark  -  1985 – D opens second store in Vermont

Issues:  Does P own “Mc” prefix connected to generic non-food terms?  Are ordinary consumers likely to be confused as to source?

Decision:  D cannot use mark because it will cause confusion

-  *  Family of Marks:  Group of marks that have recognizable common characteristics where the public associates the common characteristics of the family with the co.  There must be recognition among the purchasing public that the common characteristic is indicative of a common origin of the goods.

· P has many registrations for both food and non-food items (ex: McD–all purpose cleaner)

Earlier court:  P has a family of marks where prefix “Mc” is used with generic food names.

D argues:  Court should asses the power of the family of marks by the 1981 time frame since they had notice of use of McDental in 1981.  (Since P did not have a family of marks in 1981)

P argues:  Look at the family mark today (Since the confusion is measured today)

· Court measured the family of marks at the time the lawsuit was filed

Likelihood of confusion Factors:

-  1)  Strong mark -  P’s mark is widespread

-  2)  High likelihood of confusion – 30% according to one survey

   D (unsuccessfully) argued that survey was leading – What co. owns McDental?

-  Class:  If 8.5% of people are confused, that may be enough.  Reasoning:  If you are selling to 100 million consumers, 8.5 million consumers is significant.

-  3)  Mark is obviously similar – Fanciful once connected

-  4)  No proximity between fast food and dentist, and not likely to bridge the gap

· P’s argue they gave out toothbrushes in happy meals and sponsored dental cleanings

· However, highly unlikely that P will enter Dentist Market

-  5)  Bad faith – P argues they never even thought of the connection.

- Court finds this to be unbelievable.  D chose the mark to capitalize on P’s popularity

Libman v. Vining:  1995  p. 485  (Posner)

-  P has TM on colored stripe on the bristles of a broom.  D used contrasting grey bristles on
Lower court:  Likely to be consumer confusion so D infringed

Decision:  There is no infringement by D since no evidence of confusion

-  *  P has provided NO evidence of consumer confusion.  D sold several hundred thousand brooms and there is no evidence that one person was confused.

-Brooms are sold w/ cardboard cover so D’s broom doesn’t even look like P’s broom in store
-  Brooms are always sold with the wrappers on.

-  **  Evidence of actual confusion is not required to prove TM infringement

· However, without evidence, it is pure conjecture that there would be confusion.

-  This was not bad faith, just competition.  D noticed that the broom was selling and jumped on the bandwagon.

Dissent:  Majority disregards Polaroid test and disregards “clearly erroneous” standard of review.

· *  Majority focused too much on the lack of evidence of confusion. 

· *  Hard to prove consumer confusion in low priced items.  C’s are not expected to complain about purchasing an item of such low cost.

· Consumers spend little time shopping for low cost items.  This haste increases the possibility of confusion.

-  Clearly erroneous standard:  Appellate court must uphold trial court’s likelihood of confusion determination unless there is a showing of clear error
· In this case, the majority reviewed and decided all of the facts.

Class:  You don’t have to show actual confusion for infringement (Case decided incorrectly)

-  If not the case, 5th Factor could be the whole test – (Can P show that there is actual confusion)

c. Applying the Multi-Factor Test

Similarity Factor:  

-  Consumer’s encounter:  When determining similarity, court must simulate the consumer’s encounter with the mark.
· Ex:  Posner looked at the Brooms with the wrapper on at the store in Libman
-  Sight:  Cowboy and horse similar to the Marlboro symbol

· However, No similarity between the breaking waves in Ocean Spray

-  Sound:  Smirnoff and Sarnoff are similar for vodkas

· However, Coco loco and coca-cola are not similar for soft drinks

-  Meaning:  Cyclone and tornado are similar for wire fencing

· However, TGI Friday and EL Saturday are not similar.

**  Restatement  (p. 493):  When looking at similarity factor, court should consider:

· Overall impression created by designations as used in marketing or identifying businesses

· Pronunciation of the designations

· Translation of any foreign words

· Verbal translation of any pictures

· Suggestions, connotations or meanings of designations.

Anti-dissection Rule:  Courts and PTO are against dissecting the mark into component parts.

-  Courts are trying to simulate actual presentation of marks to relevant consumers in a relevant commercial context.

-  Ex:  Proper “dissection”:  “Laserswing” golf club is similar to “Laser” golf club because “Laser” is the dominant word in “Laserswing”

-  However, Ex:  Improper “dissection”:  “Packard Technologies” is not similar to “Hewlett-Packard” just because they both have “Packard” in the name.

Trade Dress:  Court applies the standard likelihood of confusion factors to trade dress.

-  Nora Bev. v. Perrier:  (p. 494)  P sues for trade dress infringement for bottled water.  But the label was not claimed as an element of the trade dress.

· P argued:  It was the same shape that was causing the confusion.

· *  Court considered the labels because the labels can be integral factors in determining the overall similarity of the trade dress.

· *  The appropriate test for trade dress is the overall impression of the products and trade dress, and mark shouldn’t be dissected to prove similarity

· In this case:  removing the label from consideration would be dissection.

· Bottle shape is not predominating and the label was heavily advertised.

· *  The presence of a distinctive label negates any possibility of likelihood of confusion.

Strength of Mark Factor:

-  Famous marks enjoy a wide latitude of legal protection.  

· B/c mark is more likely to be remembered & associated in public mind than weaker mark
· Fame can’t overshadow the other factors, but it should be given it’s full weight.

Intent Factor:

-  Should intent alone be a factor?

-  If intent is a factor, and it is presumed where D uses P’s registered mark, then P could prove infringement without D’s intent to confuse.

Buyer Sophistication Factor:

-  *  Courts often use the price of the goods as a proxy for the level of prudence that the Reasonably prudent person is deemed to have in any given case.

· Ex:  Where high priced goods, greater level of care in buying.  Where low priced goods, lower level of care in buying

-  But where product is targeted to both the casual buyer and the discriminating buyer, court must consider the likelihood of confusion of unknowledgeable buyer as well as the knowledgeable buyer

· Or, court could take the weighted average of the purchaser care

-  Professional buyer:  The courts assume that the professional buyers are more knowledgeable and better able to discriminate among the suppliers.

· However, it is arguable that because the professional buyer is so familiar, they could hastily make assumptions that turn out to be wrong.

Actual Confusion Factor:

-  Actual confusion is not a requirement for TM infringement (unless P is seeking damages)

· Only has to show that there is a likelihood of confusion.

Survey Evidence:  Usually used as circumstantial evidence of actual confusion.

· Courts have found that 8.5% confusion is significant amount of confusion and a number of courts consider 15% rate of confusion to be strongly indicative of confusion.

Relatedness of Goods/Channels of Trade Factor:

-  Early Courts only found infringement if D used mark on goods identical to that of TM owner
-  Today that has changed:

-  Aunt Jemima v. Rigney:  1917 p. 501 – P made pancake batter.  D used name on syrup.

-  Court refused to allow D to use the mark on syrup.  The goods are so related, the public would conclude that it is made by the P.

-  Product confusion:  Where actual product confusion (as opposed to source confusion) could hurt the public health, the court can look to the product confusion in addition to source of origin confusion.  This is in accord with public policy

· Ex:  Where drug names are similar, it could lead to giving the wrong drug

-  Intent to Expand:  What if the P wanted to expand, but was unable and gave up.

· For intent to expand, cases look to the consumer’s perceptions about the likelihood of expansion (as opposed to what the TM owner’s actual intent to expand is)

i. Internet:

Goto.com v. Disney:  2000  p. 506

-  Lower Court:  P got injunction against D for using a similar logo

-  Both P and D operate search engines with similar logos.

-  9th Circuit uses Sleekcraft Factors:  

· **  3 factor are more important than others for internet TM infringement
· 1)  Similarity of marks

· 2)  Relatedness of the two companies services

· 3)  Marketing channel used

Similarity of marks:  

· Overwhelmingly similar.  

Relatedness of the two companies services:

· *  Hard to determine the relatedness of the 2 companies services on the web – It is a lot easier to determine for brick and mortar stores

· With limited abilities on the internet, the use of the marks on different sites creates a likelihood of confusion.

· Similar services – Both offer search engines

Marketing Channel Used:

· Both P & D used the web as a marketing and advertising channel.

Decision:  Infringement by D.

· Since all 3 important factors show confusion, there is a likelihood of confusion.

Other Factors:

-  Strength of mark not that important

-  *  Moving from site to site only requires a click.  More likely to be confused on the web.

*  Test for whether parties concurrent use of the internet as a marketing channel should weigh in favor of confusion: (Created by some courts to see whether concurrent use of internet should weigh in favor of confusion)
1) Whether both parties use the Web as a substantial marketing and advertising channel

2) Whether the parties marks are utilized in conjunction with Web-based products, and

3) Whether the parties marketing channels overlap in any other way.

ii. Private Label Goods:

-  (No case on private label Goods) – Example is Vaseline Lotion Bottles – generic bottle looks similar to Vaseline Brand Bottle

Class: Ex:  Similar generic labels on things like Tylenol.

· Argument:  Consumers sensitized - Argue that all consumers know that there is a store brand so no chance of confusion.

· Argument:  Placing of strong mark next to weak mark decreases the chance of confusion

· Ex:  Tylenol is such a powerful name, no one could be confused because Tylenol is right next to a generic package.

· Plaintiff’s strengths work against P.

· Argument:  TM creates a false sense of product differentiation.  

· However, maybe people trust the Tylenol brand because they have an expertise in quality production.

iii. Promotional Goods:

**  Boston Professional hockey v. Dallas cap and emblem:  1975  p. 512

-  P has © on hockey logos.  P lets NHLS license marks to various clothing companies.  Lion brothers has an exclusive license to manufacture embroidered emblems for P.

-  D tried to get exclusive license to make embroidered emblems but failed.  

· D made emblems anyway and sold 24K.

§32:  Infringement of a mark where person uses:

1) any reproduction, counterfeit, copy, or colorable imitation of a mark, 2) without the registrant’s consent, 3) in commerce, 4) In connection with the sale, offering for sale, distribution or advertising of any goods, 5) where such use is likely to cause confusion, or to cause mistake or deceive

Problem:  The TM is being sold here without any good or service (The logo is the good)
Lower court:  Wouldn’t give protection to P because this would be equal to giving P a © for something that does not have a ©

Decision:  D infringed on P’s TM by distributing the emblem.

-  3 reasons for infringement:
· 1)  Major commercial value of the emblem is derived from the efforts of plaintiffs

· 2)  D sought and would have been given (if obtained) exclusive right to sell emblem
· 3)  Sale of a reproduction of TM itself on an emblem is an accepted use of such team symbols in connection with the type of activity in which the business of professional sports is engaged.

§32 – The first 3 requirements are clearly met

· 4)  TM is the product itself.  Emblems are the products which the D sells

· It is the same as if they put an emblem on a knit hat.

· 5)  D argues:  public knew that emblems portrayed team symbols (thus they were not confused).  But this misplaces the confusion requirement

· ** D made the emblem knowing the public would identify the emblem with the team.  The certain knowledge that the buyer believes that source & origin of TM was P’s satisfies the confusion requirement

· * No confusion of source is nec. when TM made by the team triggers sale of logo
Notes:  Some argue this decision created property rights in gross.  This gives P a monopoly over the use of TM 

· There was never any congressional intent  to give such property rights

US v. Giles (10th Circuit, 2000) – TM counterfeiter  (not in text book)  

-  Sting operation – Said they wanted 1000 patches with brand names.  They were then later to be applied to counterfeit handbags. 

-  Giles Defense:  Law requires that I counterfeit TM’s with the sales of goods.  He said, all I was selling was the labels.  Not engaged in selling of the goods.  

· Court agreed – No goods being sold.  Said Boston Hockey was wrongly decided.  

· Under this case, it would be ok to just sell TM’d labels.

· ** Today we are back to Boston hockey decision.

· Current bill in Congress would make it illegal to manufacture just labels (overrule Giles).

d. Confusion away from Point of Sale
i. Initial Interest Confusion:
**  Brookfield Communications v. West Coast:  1999 p. 521

- P is moviebuff software / online database – D is videostore with registered TM moviebuff.com

· In D’s metatags, D used the term movie buff

Decision:  Infringement with use of term moviebuff in metatag

-  Use of moviebuff.com:

-  Likelihood of confusion test:  Strong similarity of marks, similarity of goods, similar channels of use (and other factors are not as important)

-  *  Since getting to websites only requires one click of the button, it is more likely that there will be confusion than at a brick and mortar store.

-  *  A customer looking for P’s products, would find D’s product because of D’s use of P’s mark.  This is the misappropriation of P’s goodwill by D.

-  Use of moviebuff in HTML code:

-  Buried Codes:  Code used by search engines, but it is not visible to users.

-  If a consumer enters the term moviebuff, then both sites will show up.  If a consumer enters the West Coast site, then they will know that it is not P’s site

-  However, this creates **  Initial Interest Confusion:  Where number of consumers that looked for P’s product will decide to use D’s site instead.

-  *  Highway sign analogy:  (Later highly criticized by other courts – See Playboy)  Blockbuster is competitor of West coast.  Blockbuster puts sign on highway that says “West Coast video – exit 7.”  In reality, West Coast is at exit 8, but blockbuster is at exit 7.  

· Customers will get off at 7 and not find West coast.  But they will find blockbuster and possibly rent there.

-  *  Consumers are not confused when they are actually renting at Blockbuster (they don’t think it is west coast).  However, just because there is initial consumer confusion does not alter the fact that blockbuster is misappropriating D’s acquired goodwill.

-  Playboy v. Asiafocus:  D used “playboy” in metatags.  Infringed because it misled viewers into believing its site was connected with Playboy.

· D can’t use any term in its metatags that are confusingly similar to P’s work.  

· D also used term in bad faith – intent to create initial interest confusion.

Notes:

Congress eliminates word “purchasers:  Originally LA said “likely to cause confusion or mistake or to deceive purchasers as to source of origin of such goods or services.”

· Several courts have interpreted the removal of “purchasers” to mean that this expanded the protection in the LA to give protection to pre-sale confusion.

· Others have interpreted this to mean it depended on whether actual or potential purchasers are confused.

Interstellar (D) v. Epix (P):  p. 526  P (electronic imaging hardware) had TM for “Epix.”  D used epix.com for local theatre.

· *  Court looks to relatedness of goods services factor for initial confusion

· Relatedness of the goods is the most important factors.

-  If fanciful mark (such as Xerox) were used by different companies, there would be confusion.  No one else would think that anyone else could use Xerox.

-  *  However, where common terms are used, consumer would not be confused to find a different company using the site.

· Ex:  If you go to united.com, a consumer would not be surprised to find a united airlines site, or a united van lines site

-  If a co. sells goods similar to those of the TM owner, it necessarily free rides on the TM owner’s goodwill.

Playboy v. Netscape Communications:  2004  p. 528  (Case was merely remanded for trial after D had received a summary judgment – Not actually a decision making a statement for “keying”)

-  D has search engines that use “keying.”  D sells use of certain words to advertisers so when a consumer enters the term, their ads pop up on screen.

-  D has a list of terms related to Sex/adult enter. industry including playboy and playmate
· Adult ads that appear are graphic & if clicked on, take consumer away from engine
P argues because banner appears right after inputting the word “playboy” consumers will be confused as to the sponsorship of the ads by P.  

-  C. will go to other sites before discovering mistake.  Thus D gains C. from P’s good will
· Consumer looking for P’s site may believe the banners are P’s site and may be happy to stay at the competitors site.

· *  Average searcher of adult entertainment is easily diverted if other images appear.

-  Factor Seven:  D’s intent in Selecting the mark:  D’s intent to confuse is probative evidence of likely confusion.  

· *  D does nothing to prevent click-throughs caused by confusion.  They profit from it.

· D refused to remove terms “playboy” and “playmate” from the list of keywords

· *  Since D does nothing to avoid the confusion and profits from it, there is evidence of intent to confuse.

-  Concurring:

-  *  If ads are labeled by company, then there should be no initial interest confusion when the consumer is not confused or shouldn’t reasonably be confused.

· **  Ex:  If you go to Macy’s, and you ask for the Calvin Klein section, and you get distracted by the Charter club sign and buy their goods, this is not infringement.

· Other websites like Amazon show “other products I might like” w/ no infringement

-  Disagrees with Brookfield ruling:  In the “Blockbuster” hypo, they were intentionally misled and confused.  In Brookfield case, there was no intentional misdirection.

Disclaimer:  Disclaimer has no effect on dispelling initial interest confusion on a website.

Class Examples:

Golf Course Case:  TX golf course reproduced famous golf holes from all over the world.

-  Initial interest confusion – Consumers might think that the famous golf courses endorsed this
Holiday Inns case – Mentioned on p. 525

· 1800-h[0]liday – D used the phone number with a zero instead of a letter o.  It was similar to the TM, but they did not use the TM

· no injunction – Phone number said you did not reach holiday in, but they have reached a hotel reservation hotline

American Blinds Case (Google case):  (Not in text)

· Whether a search engine is liable for TM infringement for selling Terms for keying

· Before 4/2004, Google would only sell generic terms

· *  4/2004 – Google would sell sponsored link TM’s to link to advertisements (including fanciful marks)

· Ex:  We will sell Pepsi to pepsi if they pay the most money – But if competitor pays enough money, we will give it to them.

· Google anticipated lawsuits – They took a chance

· American blinds – Declaratory judgment – Google probably chose this co. because the first site to come up would be the American association of blind people

· Already lost a case in France

· *  This issue will probably be decided by the Supreme Court at some time

ii. Post-Sale Confusion
Ferrari v. Roberts:  1992 p. 535

-  P intentionally limits the # of cars it makes to create an image of exclusivity.  Only made 100 Spyders.  Cars sell for $250K.

-  D sold kits that were attached to donor car to look like Ferraris for $8500.  D never represented the cars as actual Ferraris and did not use the Ferrari TM.

-  D argues that for confusion, it must be at the point of sale and the consumer must have the confusion.  (Not confusion after the sale by non-consumers (who saw the car on the street)

Decision:  Car design infringed on P’s TM.

-  ** Congress intended to regulate the misleading use of marks and protect people engaged in commerce against unfair competition.

· Ex:  Rolex:  *  Once the product is injected into commerce, there is no bar to confusion, mistake or deception occurring at some future point in time.  (In other words, the confusion may be by non-purchasers)

· Reasons:

· 1)  Someone inspecting watch (who thinks it is genuine) may not be impressed and not purchase it in the future.

· 2)  If lots of people are wearing the watch, then too common & not have prestige.

-  W/ copies of the car, the car is no longer unique.  If it falls into repair, it can hurt P’s image

-  *  Congress intended to protect the reputation of manufacturers as well as Consumers

Dissent:  Majority defines the group that will be confused as the “public.”  The 8 factor test contemplates that the target group is “potential purchasers”

-  No logo used, and no evidence of actual confusion.

-  **  Court is basically protecting the design of the car itself from being copied.

Notes:  Secondary Viewer – Confusion occurs among secondary viewers of the mark, which could include members of the public who are potential purchasers.

· Handbags Case:  Knockoff Hermes bags.  D argued that the buyers are so sophisticated that the buyer would not be confused.

· Court assesses the view of the “general public”

Class:  *  Dilution act was created 4 years after this case.  Had the dilution act existed at the time, Ferrari probably would have brought a stronger dilution case.

Class Ex:  Atmos Clock Case:  p. 537 (Mastercrafts) – First case of post sale confusion 
-  Clock run by changes in atmospheric pressure – Status symbol – No wires because it ran on the atmospheric pressure
· D made similar knockoff clock for $50 with a wire – Electrically powered clock
· D argues the box says that it is run by electricity
· Decision:  Infringement
*  Visitors would see the clock and think it is the P’s clock.  Misappropriation.  
· Sumptuary laws:  Colonial times – Like you couldn’t wear certain colors that would disrupt other people. 
· Used laws to Control consumption:  Ex:  Encourage people to invest money in factories.

· Tried to balance trade by preventing your people from buying goods from other countries.

Class Ex:  Cross Pens:  D said, you should hand out our pens that look like cross pens to your employees.  So buyer knew that pens were not cross - Court found infringement

e. Reverse Confusion

Reverse Confusion:

· Senior – Small time user (David)

· Junior – Big Time user (Goliath)

· Will junior user so saturate the market that people will think that the Senior’s product comes from the junior user.

**  Reverse Confusion:  Where consumers are likely to think that a senior TM user is the junior user and took the mark from the actual Junior user.

Ex:  Harlem Wizards have been basketball team for years (like the globetrotters).  Then NBA creates the Washington Wizards.  Since NBA is very powerful, question whether people will think that the Harlem Wizards took the name from the NBA team
· No  reverse confusion found

-  Meaningful differences between the teams - Courts seem to be guided by equity
A & H Sportswear, Inc. v. Victorias Secret:  2000 p. 542

-  P used mark “Miraclesuit” for Control swimwear (uncluding an underwire bra) - 1992

-  D made miraclebra in 1993 and included miracle bra in their swimsuits in 1995

-  P argues Reverse confusion. 
Decision:  Lays out test and remands to the lower court.

*  Reverse Confusion:  occurs when junior user saturates the market with similar TM and overwhelms the senior user.


-  The senior user then loses control of the value of the TM (Namely the product identity)

*  Purpose of Reverse Confusion:  Reverse confusion protects smaller senior users against larger more powerful companies who want to use identical or confusingly similar TM’s.

Problem:  Innovative junior users who promote heavily will find the use of the mark blocked by a P who did not invest or promote the mark.  This could inhibit larger companies from expanding product lines.

Test for Reverse Confusion:

Ultimate Question:  Whether there is a likelihood of consumer confusion as to the source of the sponsorship of a product.

-  Factors:
1)  (Factors that are analyzed the same as for direct confusion) a.  Attentiveness (or hastiness) of purchase), b. Channels of trade and advertising overlap, c. Similarity of the targets of parties sales efforts, d. Similarity of products

2) Similarity of Marks:  Analyzed the same way as direct confusion.  Is the commercial impression the same?

· Presence of housemark or disclaimer must be treated differently than in the direct confusion context.

· Even if housemark is on D’s product:

· Customer’s could fail to remember when seeing P’s product.  

· Mark could aggravate reverse confusion by reinforcing association with word “miracle” with D.

3)  Strength of the Marks:  

-  a.  Commercial Strength:  After the first encounter w/ mark, consumer associates mark w/ those goods and it depends on whether the 1st expression was w/ junior or senior user of mark
· Consumer is more likely to 1st learn of the mark where it is heavily advertised

· *  When the senior (generally smaller) user starts with heavy advertising, there is more likely to be direct confusion
· *  When the junior (generally Larger) user starts with heavy advertising, there is more likely to be reverse confusion.
· Commercial Strength Should be looked at as:
· 1)  Commercial Strength of the junior user as compared to the senior user, and

· 2)  Any advertising or marketing campaign by the junior user that saturates the public awareness of the junior’s mark

-  b.  Distinctiveness or Conceptual Strength:  Conceptual distinctiveness is the same for reverse confusion because a customer will be likely to believe that strong co. with strong name had entered other businesses.

· Court should weigh a conceptually strong mark in the P’s favor.

4)  Intent of the Defendant:  With reverse confusion the “intent to confuse” is unlikely to be present.  But when it is, it is relevant to the likelihood of confusion.

5)  Factors Relating to Actual Confusion:  Actual confusion was irrelevant where public thought the senior user was the origin of Junior’s products

· *  Evidence that consumers thought that Miracle Bra was A&H’s product would be probative on a direct confusion claim, but NOT on a reverse confusion claim.

· *  Evidence that consumers thought that Miraclesuit was a Victoria’s Secret Product would support a reverse conclusion claim, but NOT a direct confusion claim.  

· If P alleges both direct and reverse confusion and shows evidence of both, court could find that there is not enough evidence to succeed on either.

**  Summary of the Test for Reverse Confusion:

· 1)  Degree of similarity between the owner’s mark and the alleged infringing mark

· 2)  The strength of the two marks, weighing both a commercially strong junior user’s mark and a conceptually strong junior user’s mark and a conceptually strong senior user’s mark in the senior user’s favor

· 3)  Price of the goods and other factors indicative of the care and attention expected of consumers when making a purchase

· 4)  The length of time the Defendant has used the mark without evidence of actual confusion arising

· 5)  Intent of D in adopting the mark

· 6)  Evidence of actual confusion

· 7)  Whether the goods, competing or not competing, are marketed through the same channels of trade and advertised through the same media

· 8)  The extent to which the targets of the parties sales efforts are the same

· 9)  The relationship of the goods in the minds of consumers, whether because of the near-identity of the products, the similarity of function or other factors

· 10)  *  Other factors suggesting that the consuming public might expect the larger, more powerful company to manufacture both products, or expect the larger company to manufacture a product in the plaintiff’s market, or expect that the larger company is likely to expand into the P’s market.

(REVIEW:  Examples where there is and isn’t reverse confusion p. 549)

f. Indirect and Vicarious Theories of Infringement Liability

-  Contributory Infringement depends on the Ives Standard:  (more common than Vic. Liab.)

(Inwood Laboratories v. Ives Laboratories)

1) Was there Intentional Inducement,

2) Did they Continue to supply (while knowingly infringement occurred) 

Ex:  It is contributory TM infringement if D knows that many bar customers specifically order coke and particular bars use D’s product as a substitute instead of specific orders for coke.

-  Vicarious Liability:  (Less common than Contributory Infringement – More cases settled, so not well defined case law) – (Hard Rock v. CSI)

-  Only where the D and infringer have apparent or actual partnership and can bind one another is there vicarious liability

-  Under Winback (p. 561) Principal can only be vicariously liable for §43(a) actions where the agent’s actions are foreseeable.
Inwood Laboratories (D) v. Ives Laboratories (P): (SC) 1982 p. 550

-  P was the original patent holder for drug Cyclospasmol – Had distinct color capsul (Blue/red and Blue for different doses of drugs)

-  After patent expired, D’s sold the same drug with the same colors

-  *  D’s advertising referred to the color of the drugs being same as the P’s & price comparisons

P argues:  D’s use of color capsule and ads induced the pharmacist to substitute generic drug and mislabel it as P’s drug.

· P argues that colors are non functional and they acquired secondary meaning.

Lower Court:  No injunction because no proof that D conspired with pharmacists or suggested that they disregard physicians prescriptions.

· Remand:  Injunction because D does not make personal visits to doctors and pharmacists.  Therefore improper suggestions must have come from catalogs and promo materials.

Decision:  Remanded and court should apply the Ives Standard
*  P argues:  by making price comparisons, they implicitly suggested that pharmacists substitute improperly (the use of imitative colors “impliedly invited” druggists to mislabel)

· *  Liability for TM infringement can extend beyond those who actually mislabel the goods with the mark of another.

**  Infringement depends on the Ives Standard:
1) Was there Intentional Inducement, OR

2) Did they Continue to supply (while knowing that, or having reason to know that, infringement was occurring) 

Concurrence:  

-  Court of Appeals found:  D’s could reasonably anticipate that their drug would be substituted illegally by a substantial number of druggists.  This is a suggestion.  

-  This is not the proper construction of the law

-  *  That a drug co. can anticipate the illegal substitution of a drug should NOT by itself be a predicate for contributory liability.

Notes:

*  LA does not include a statutory provision for indirect infringement.  Standards are entirely by case law development.

**  Contributory TM infringement:  D’s duty to avoid knowingly aiding the stores which purchase D’s products and market those products in such a manner as to infringe the P’s TM.

· * Ex:  It is contributory TM infringement if D knows that many bar customers specifically order coke and particular bars use D’s product as a substitute instead of specific orders for coke.

Warner v. Eli Lilly:  1924  p. 558

-  P made drug “Coco-Quinine” – D made a knockoff “Quin-Coco”

-  D told druggist they could exchange the drugs without being caught and they could make more money by using D’s product.

-  Infringed:  D was designedly enabling druggist to palm of D’s product.

Hard Rock v. CSI:  1992 p. 560

-  P made Hard Rock T shirts and D ran a flea market (where they would not allow vendors to sell illegal goods).  Someone sold knock-off hard rock T shirts

P argues:  Contributory infringement: 

· **  Court says D must only understand what a “reasonably prudent person would understand.”  Therefore D did not have an affirmative duty to take precautions against infringement by vendors
P argues:  Vicarious Liability:  As long as they had the right and ability to supervise the activity and a direct financial interest in the activity.

· ** Court says there is NO vicarious liability.  Only where the D and infringer have apparent or actual partnership and can bind one another is there vicarious liability

Class:  Practical Result of Hard Rock Decision:  * Lawyers suggest, don’t look around at what the Vendor’s are selling.  If it is your policy not to look around, then you will not be liable for what they are selling 

· However, with willful blindness there can be contributory liability where you willfully don’t know what’s going on.

* Different types of Contributory Negligence Relationships:  (Class Notes)

-  Manufacturer/retailer:  Bed co was selling box spring as though it was Sleepy’s, b

-  Distributor/retailer:  Getty Oil was having a hard time with  - Distributors were displaying Getty gasoline, buying different gas, and passing it off as Getty

-  Flea Market Mode – Landlord:  Some Fleamarkets have been found to be contributorily negligent for their vendors.  In Chinatown, landlords that have rented out space, have been contributory negligent for knowingly renting out space to infringers

-  Internet:  Registering known TM’s on the internet for another co.  (Ex:  Registering “itstherealthing.com”)


-  Domain name registrars were held to NOT be contributorily negligent.  Court did not 

want the registrars to be responsible for knowing every possible TM ingringement.

VIII. Non-Confusion-Based Trademark Enforcement Theories

i. §43(c), Paris Convention 6bis, TRIPS article 16(2)-(3), EC Trademark Directive, Article 5(2)
a.
Dilution Protection
(Use term ANTI-DILUTION)

§43(c) – Remedies for Dilution of a famous mark:

· Can get injunction where the mark is:

· 1) Used after P’s mark is

· 2) famous and

· 3) causes dilution

Factors for determining Fame and Distinction:

· Inherent or acquired distinctiveness (Descriptive Mark Not Protected)
· Duration and extent of the use of the mark

· Duration and extent of advertising and publicity

· Geographical extent of trading area

· Channels of trade for the goods

· Degree of recognition of the mark

· Nature and extent of use of similar marks by 3rd parties

· Was mark registered

-  Only get injunctive relief.  If there is willfull intent, remedies are available under §35(a) & 36.

No action for Dilution where there is:

· Fair use (in comparative Advertising), non-commercial use, or news reporting

§45 of the Lanham Act:  (Definition of Dilution)
* -  Dilution:  Lessening of the capacity of the famous mark to identify or distinguish good or services  (Regardless of presence or absence of 1) competition between parties, or 2) Likelihood of Confusion) §45
-  Colorable Imitation:  Any mark which so resembles a registered mark as to be likely to cause confusion or mistake or deceive.

                               i.   Evolution of the Federal Dilution Causes of Action

Ringling Bros v. Utah Division of Travel:  1999 p. 566

-  D used “Greatest Snow on Earth” – Similar to P’s mark of “Greatest Show on Earth”

Decision:  No dilution.

-  **  Schecter’s Anti-Dilution Thesis:  Real injury caused by the concurrent use of similar marks was not confusion.  It is the slow lessening of the identity and the hold on the public mind of the mark by its use upon the non-competing goods.

*  Originally many people feared that anti-dilution causes of action would unduly expand the ability of the TM owners to monopolize language and inhibit free competition

-  Problem:  Courts have had a hard time determining how to prove the loss of selling power due to the junior user’s use of the mark.

-  Statute:  Only requires some mental association between P & D’s marks (Only have to 
prove as a matter of likelihood)

In the Past, courts have used different approaches:

· 1)  Dilution can only be shown through evidence of product-diverting consumer confusion (other than source confusion)

· 2)  Likelihood of harm to the selling power must be proved, and harm could occur despite the absence of consumer confusion.

· 3)  Likelihood of harm (since it can’t be proved) is presumed from the identity of sufficiently similar marks.

*  General Agreement:  Dilution involves the harm to a marks selling power (the economic value) that results otherwise than by consumer confusion from junior users mark.  Either:

· 1)  Assumed could be found, or

· 2)  Assumed could be conclusively presumed.

* (Old Rule)  Only the likelihood of dilution and not actual dilution is necessary  
ii. Actual Dilution v. likelihood of Dilution

Issue: When dealing w/ dilution, should P have to prove actual dilution or only Likelihood of Confusion

**  Mosley (D) v. Secret Catalogue (P):  (SC)  2003  p. 571

-  P is Victoria’s Secret.  D opens store “Victors Secret.”  After receiving letter from P, D changed the name to “Victor’s Little Secret.”

-  D sells lots of novelty items including lingerie.  Only 5% of D’s sales come from lingerie

-  D admitted P’s mark was famous.  So only had to decide whether there was dilution.

Trial Court:   No blurring, but there was tarnishing effecting P’s mark.

Court of Appeals:  P’s mark is arbitrary & fanciful - thus deserving high level of TM protection

· Tarnishing:  D Associated P’s brand with lewd mugs and other items

· Blurring:  D Linked their store (an unauthorized establishment) with P’s chain.  

· Therefore, P would be likely to succeed in a dilution analysis

*  Confusion leads to immediate injury, while dilution is an infection, which if allowed to spread, will inevitably destroy the advertising value of the mark.

*  Court of Appeals decision rejects the Ringling Brothers decision – SC should clarify

Schechter:Preservation of uniqueness of tm should constitute only rational basis for its protection

· Common terms such as “universal” or “blue ribbon” do not suggest that the product emanates from a particular source.

· Arbitrary or fanciful words or phrases have been added to the human vocabulary rather than withdrawn from the human vocabulary.

-  There are Exceptions for marks that are protected (so not to infringe on freedom of speech):

· 1)  Fair Use is not dilution

· 2)  Non-commercial use of mark is not dilution

House Report:  Purpose is to protect famous TM’s and uses that blur the distinctiveness of the mark or tarnish or disparage it (even in the absence of likelihood of confusion)

-  Questionable whether “tarnishment” is embraced by the statute.

Decision:  Not enough evidence for summary judgment decision of dilution.

***  Must prove actual Dilution:  The statute requires that for dilution, the mark’s use causes dilution of the distinctive quality of the famous mark.  

· The statute does not discuss the likelihood of dilution.
** Don’t have to prove Consequences:  HOWEVER, this does not mean that the P must prove consequences of dilution (such as the actual loss of sales)

· *  Where the marks are NOT identical, the mere fact that consumers mentally associate junior users mark with a famous mark is NOT sufficient to establish actionable dilution.

· *  Blurring is not necessarily a consequence of mental associations.
** Identical:  Where junior and senior mark are identical this would appear to be enough circumstantial evidence to prove actual dilution

Class:  Amendments likely in the future
43(c) – Likely in the near future that Mosley will be overruled with an amendment to 43(c)

· This will include a likelihood of dilution standard.

-  Court requires P to show actual dilution

· ** However, it can be proven by circumstantial evidence
· Court have been trying to interpret this

· **  Where junior and senior mark are identical this would appear to be enough circumstantial evidence to prove actual dilution (VERY IMPORTANT SENTENCE)

Class:  Very difficult to get dilution protection now that P must prove actual dilution.
Disagreeing courts:

-  Savin v Savin:  Name, spelled backwords.  No confusion because different products.

· However, question about Dilution

· Court said the paragraph in Mosley is confusing.  Said it is not dilution even though they are the same mark.  (Not what Mosley decision seems to say)
· Went against the common view by many people

· Other courts might disagree with the Savin opinion

· Prof:  This should have gone the other way.  This would have clarified the SC decision, now it has confused it.

· Unusual:  P Savin was a Surname (named after founder).  2nd cir. Requires inherent distintinctive name for protection. 

· Surname is not inherently distinctive and should not be given protection. 

iii. Fame Prerequisite
Star Markets v. Texaco:  1996 p. 582

-  P has supermarkets in Hawaii – “Star Markets” (since 1946)

-  D makes a convenience store called “Star Mart” – P argues dilution

Decision:  D does not dilute P’s mark

-  Mark must be especially famous and distinctive to merit protection.

**  Factors for determining Fame:

1)  Degree of distinctiveness of P’s mark:

-  Survey showed P’s mark has acquired distinctiveness (Secondary meaning). *  However, acquired distinctiveness does not guarantee protection (it is only the minimum threshold)

· Here, Survey did not measure the 3rd party’s uses of same or similar marks

2)  Duration and extent of P’s use and advertising of its marks
· P advertised its mark for many years

· Class:  Generally, companies that spend a lot of money on advertising are famous (like half a billion $).

3)  Geographic extent of the mark’s trading area
· D argues:  P must use the mark nationally

· **  However, the act does not require national fame.  

· Congressional committee determined that national or regional fame is necessary

· The smallest area recognized for receiving protection is 5 states

· Here, P’s mark is only used in one state

4)  Use and degree of recognition within the channels of trade
· 96.6% of survey recognized P’s mark

· However, this recognition would NOT be as high on a national level.  

· Even though this is the case, P uses the mark extensively within channels of trade

5)  Nature and extent of use of same or similar marks by third parties.

· Many other co. across the company use the term “star” in the name of their food co. (including one company that has a federal registered name of “Star markets”)

· Class:  Can Argue:

· Mark should NOT be given as much protection:  

· Crowded field weakens the mark

· B/c it is a crowded field, consumers pay attention to the slight differences

· Mark should be given protection:  

· Argue that people are constantly confused

· Ex:  Miss America, USA, Universe

6)  Federal Registration of a mark
· P does not have a federal registration of a mark

· Class:  Can argue that the mark could not be registered nationally because it is already registered nationally.

7)  Balancing of the factors
· After balancing all of above factors, “Star Markets” is not famous under the act.

Notes:  To achieve general broad-based fame, a large portion of the general consuming public must recognize the mark.  It must be a household name.

**  Logic:  Famous marks need dilution protection the most because they have the most to lose.  Famous marks are more likely to be targets

· However, could also argue that famous marks are more likely to be resistant to dilution than less famous marks.

-  §43(c) – Must show that the junior user’s use began after the mark became famous

Children’s place:  p. 590 - Judge Leval 

-  “the children’s place” is descriptive and not eligible for dilution protection.

-  §43(c)(1) – Lists the degree of inherent or acquired distinctiveness as a factor in fame analysis.

**  Descriptive marks are not eligible for dilution protection:  This would be mere surplusage unless inherent distinctiveness is a second prerequisite for dilution protection.

Niche Fame:  Courts will often give niche fame.  Commentators disagree with this.

· **Rationale:  Under 43(c) – References channels trade for protection – So court says if the item is famous enough in a particular channel, then it will be enough 

· Sporting News Case:  Title was famous in the sports periodicals niche and gets protection

· NYSCPA: (New York Accountants) – This was famous in the new york CPA market.

Mosley case and effect on Registration Procedure:  §2 of the Lanham act (last paragraph) - §2 was amended to bar marks that would cause dilution to another registered mark. 

· Mosley said you had to show actual dilution for an injunction.  Here, D may have never actually used the mark and they are being prevented from using it.

· In registration before the PTO, must only show likelihood of dilution

· This suggests that the people at the PTO don’t agree with the Mosley opinion and believe that it will be overruled.

iv. Tarnishment as a form of Dilution

Forms of Dilution
· House report says that §45 was designed to encompass all forms of dilution including blurring, tarnishment, disparagement, and diminishment.

-  *  Injury to Business reputation.(This is the phrase included in most state laws for tarnishment)

-  Purists argue that tarnishment is not a form of dilution

-  One Rationale (to find tarnishment in dilution):  Dilution of the value of the mark

· Tarnishment

(2 Toys R us cases are good legal realist cases – Decisions oppose each other)

Toys R Us v. Akkaoui:  1996  p. 592

-  D made a website adultsrus.com for sexual devices and clothing

-  P’s mark was famous before D’s use.  P did a lot of promotion.

-  P’s mark is inherently peculiar, uses same channels, P’s mark is famous and distinctive

Decision:  D’s use of the mark tarnishes P’s mark

*  D’s use of the “R us” tarnishes P’s mark by associating them with a line of sexual products that is inconsistent with an image P has striven to maintain.

- Irreparable harm: Once TM diluted, it will have permanently lost strength that it once possessed
Toys R Us v. Feinberg:  1998  p. 593

-  P heavily advertises throughout the nation, maintains family image – Refused to sell toy guns

- D uses name “We are guns” (after they changed it from guns are us – and still has gunsrus.com)

Decision:  D’s mark did not tarnish P’s mark 

*Tarnishment:  When famous mark is improperly associated with an inferior or offensive product or service.

-  No Tarnishment:  Different product areas.  No single “R” in name.  They are peculiar internet domains.  D does not sell to the general public outside of MA.
Class:  This is clearly a tarnishment scenario  (Poor rationale for decision)

v. Blurring as a form of Dilution
2 Factors Blurring Test:  7th Circuit factors (Eli Lilly) - P. 599

1)  Similarity of the marks, and 

2)  the renown of the senior mark (Strength) 

(all of the other factors might be relevant to the likelihood of confusion, but were not necessary for a blurring analysis)

-  However, this blurring test was determined before the Mosley decision that now requires actual dilution.

Nabisco v. PF Brands (Really P since Declaratory Judgment):  1999 p. 596

-  P sells Goldfish which are the largest selling cheese snack cracker in America.

-  D and Nickolodeon entered agreement that they would manufacture Catdog cartoon crackers.  ¼ of the box were fish (and very similar to P’s)

Decision:  Preliminary injunction against D for likely blurring.

*  District Court used the 6 Mead (or Sweet) Factors:  1) similarity of the marks, 2) similarity of the products covered by the marks, 3) sophistication of consumers, 4) Predatory intent, 5) Renown of the senior mark, 6) Renown of the Junior mark

· However, these factors have been criticized
*  There should not be a specific test – It is better to look at each case and develop factors through time

· Lists tend to quash open-minded constructive thinking

-  Brands can be famous without being distinctive

· Ex:  American Airlines)

-  Also, Brands can be highly distinctive (arbitrary) and completely unknown at the same time.

-  *  Factors test leaves out certain relevant factors:  Actual confusion, likelihood of confusion, shared consumers and geographic isolation, harm to junior user, delay by the senior user in bringing the action.

· Therefore there should not be a list of closed factors.  

Notes:

-  **  Eli Lilly:  Blurring Test should rely on 2 of the Mead Factors

1) Similarity of the marks, and

2) Renown of the senior mark

(Other factors are relevant to the likelihood of confusion – But are not nec. for blurring analysis)

-  *  The blurring tests were determined before the Victorias Secret case (and thus before the requirement for actual dilution)

-  Does dilution apply to trade dress?

· *  This would be the equivalent of giving patent protection (without a time restriction)

· Resorting to the commerce clause is an improper attempt to trump the IP clause.

b. Protection against Cybersquatting
i. Protection under the dilution statute:  (Before §43(d))
Panavision International v. Toeppen:  1998  p. 623  (This decision before §43(d) of the LA)

-  P registered TM for “Panavision” - D had domain name “panavision.com” w/ pics of Pana IL

-  D tried to sell the domain name to P for 13K.  D also bought other domain names with famous companies (like deltaairlines.com)

Decision:  Commercially used the name and diluted P’s mark.

Commercial Use

D argues he did not make commercial use of the mark and therefore no dilution

-  *  Earlier courts have determined that registration of a domain name alone is not enough to show commercial use of the name and protection.

*  D’s business is registering and selling domain names.*  This is Commercial use of the name.

-  (Similar to Boston Hockey where they simply attempted to sell the TM’s themselves)

D argues no one will think the page is related to the P’s page.

-  Holiday inn case (where D used misdialed phone number of holiday inn) is distinguished from this case because the D in that case did not actually use the D’s name.

Dilution
- Congressional Intent:  Anti-Dilution act was meant to stop cybersquatting.

-  Court doesn’t need to just rely on blurring or tarnishment.  

-  D’s conduct diminished P’s capacity to identify and distinguish P’s goods on the internet.

D argues:  P could just make another website

-  However, a significant purpose of the domain names is to identify the owner of the website.

· *  P’s customers will be discouraged if can’t find the correct web page and have to search

· This dilutes the value of the mark.

Notes:  Using “(name of company)sucks.com” was acceptable.

ii. Anticybersquatting consumer protection act:  Section 43(d) of the Lanham Act:
§43(d) – Allows for 2 causes of action:

1)  Action in personam against cybersquatter (§43(d)(1)(a)), and

2)  Action in rem against domain name itself (if cybersquatter is not subject to per. Jurisdiction or Not able to find the person through due diligence) – (43(d)(2)(a))
***  §43(d) - Cybersquatting – Person or co. is liable if:

· 1)  D has bad faith intent to profit from that mark, (§43(d) has list of bad faith factors) &

· 2)  registers, traffics in, or uses a domain name that:

· a)  (If mark is distinctive at time of registration of domain name), is identical or confusingly similar to that mark.

· B)  (If mark is famous at the time of registration of the domain name), is identical, confusingly similar, or dilutive of mark

Bad Faith factors:  §43(d)(1)(B)(i)…

(I)  
      TM rights of the D in the domain name,

(II)       Name of the person

(III) Prior Use

(IV) Bona Fide Non-commercial or Fair use

(V) Intent to divert consumers to a site that could harm the goodwill represented by the mark (either for commercial gain or with the intent to tarnish or disparage the mark) by creating a likelihood of confusion as to the source, sponsorship, affiliation, or endorsement of the site.

(VI) Offering to sell the site for financial gain without having used or having the intent t use

(VII) Giving misleading or false information when applying for registering the domain

(VIII) Registering multiple domain names which are identical or confusingly similar

(IX) Whether mark is famous or not under §43(c)(1) 

-  However, under §43(d)(1)(B)(ii), NO bad faith where person believed and had reasonable ground that the domain was fair use or otherwise lawful.
Sporty’s Farm (D) v. Sportsman’s market (P):  2000 p. 628 (Declaratory Judgment)

-  P is a mail order catalog for aviation and pilots. – Called catalog “sporty’s”

-  Omega is a mail order co. – Owners entered aviation catalog business and formed subsidiary “Pilot’s Depot” – Omega registered “sporty’s.com”

-  9 months after registering name, Omega creates “Sporty’s farm” to sell Christmas trees

· D claimed they named business after a childhood dog (court doesn’t buy) 

Decision:  D cannot use the name sportys.com

- There is no evidence that D was considering a Christmas tree farm when registered sportys.com

Lower court:  No infringement because no chance of confusing trees and planes.

· However, Dilution because P’s mark 1) famous, and 2) Actual dilution.

· (While the appeal was pending §43(d) passed – This court is the first to apply it)

***  §43(d) - Cybersquatting – Person or co. is liable if:

· 1)  D has bad faith intent to profit from that mark, and

· 2)  registers, traffics in, or uses a domain name that:

· a)  (If mark is distinctive at time of registration of domain name), is identical or confusingly similar to that mark.

· B)  (If mark is famous at the time of registration of the domain name), is identical, confusingly similar, or dilutive of mark

-  *  Court can cancel a domain name that was registered before the enactment of §43(d).  However, the court cannot grant damages if name was reg. before §43(d) was enacted.

** 3 Step application of test (See Above)

1)  Distinct or Famous:

· Court agrees that the mark is distinctive (need not look at famous)

2)  Identical and Confusingly Similar:

· Although sportys.com is not identical, it is confusingly similar to protected marks.

· You can’t use “ ’ “ or capital letters in domain names

3)  Bad Faith Intent to Profit:

· Statute has 9 factors for Bad faith

· However, the court also looked to other factors

· *  D had no IP rights in the domain name when they registered it.

· D’s “Sportys” Co. wasn’t formed until after the domain was registered.  

· D used the name commercially

· They sold the name under suspicious circumstances

· Court:  D intended to compete w/ P.  D was aware of the strength of the mark.  D created the company to keep the domain name away from the P and protect itself from a suit

Remedy:

-  Even though D got the domain name before §43(d) was enacted, the statute allows for the cancellation of the domain name

· However, the statute does not allow for damages since enacted after domain was reg.
-  Under the Anti-dilution act of the Lanham Act, there could still be damages.

· (But since court couldn’t determine actions by D wilfull, no damages can be determined)
Class:  This is a niche famous mark 

PETA v. Doughney:  2001 p. 635

-  D registered peta.org and created site called “People Eating Tasty Animals”

Lower Court:  D can’t use the domain.  P can’t get attorneys fees

-  D owned 50 domain names.  *  When D registered the domain, he indicated that it was for a not-for-profit organization.  However, there was no such organization.

-  D’s site had links to organizations that were antithetical to P’s site.

-  *  D said, if P wants the site, they should make an offer.

D argued:  Site was a constitutional parody of PETA

Decision:  D is not permitted to use PETA site

TM infringement:

-  Users are likely to be prevented from getting to P’s site due to anger, frustration, or the belief that the site does not exist.

-  By providing links to commercial operations, D’s use of P’s marks are in connection with the sales of goods and services

-  *  Looking at the domain name alone, there is no suggestion of a parody.

Cybersquatting Protection Act - §43(d)

*  Attempted to make profit by making a statement that PETA could “settle”

*  Bad Faith:  Lied in the application.  Had no legitimate connection with the name PETA.  D also registered the names of other famous people.

Attorney Fees:  However, D did not act with the level of maliciousness, fraudulent, willful, or deliberate behavior necessary for awards fees.

Cyber Griping Sites:

*** 2 Factors courts look to for Enjoinment

1)  Identical use of the mark v. _____sucks.com
· If it is the identical use, then it is more likely that it will be enjoined.

· Ex:  PETA.org, PlannedParenthood.com, Jewsforjesus.com – All enjoined

· * Initial interest Confusion is usually the reason for enjoinment

· Often argued:  Viewer knows right away that site is not what they were looking for

· But often the court will say there is enough initial interest confusion under §32, that they can be enjoined.

· However, if it is followed with sucks.com, it is more likely that they will NOT be enjoined

· Ex:  PetaSucks.com – Probably will not be enjoined
2)  Commercial Use on the site
· Peta.org – Commercial use was found since Peta was preventing people from getting to site -  

· Interference Argument – Interfered with potential customers on site and that was enough for commercial use

· However, some courts have rejected the interference argument – Saying interference alone is not enough.

· Links argument – Followed links to other commercial sites

· Planned parenthood

· Contributions – Asked for contributions to site

· Advertisement – Advertised anti-abortion book

· Coca cola v. Purdy

· Solicited contributions

· Merchandise – actually sells merchandise

Today:  Commercial use is less and less likely to be found

· Courts are restricting the definition of commercial use.  Harder to prove commercial use.

**  §32(2)(d)(v) – Reverse domain name hijacking:
-  Allows smaller businesses to reverse the switch – If small company lost the domain and had a good faith use, but lost the site.  (Smaller co. can get injunction, reactivation, or transfer)
iii. ICANN Uniform Dispute Resolution Policy (UDRP):

ICANN Uniform Domain Name Dispute Resolution Policy (UDRP & WIPO)

· WIPO (World Intellectual Property Organization):  

· Paris Convention – Patent & TM 1883

· Berne Convention – Copyright 1886

· Bureau was formed for each

· 1893 – Bureau merged to form Birpi

· 1970 – BIRPI turned into WIPO

· WIPO is an agency of the United Nations

· 1996 – WIPO and WTO made agreements to determine who would control different aspects of IP

· WTO deals with the TRIPS

· WIPO deals with UDRP

· ICANN – 

· International Private Law making organization – Est. in 1998

· Established to run the internet domain names

· Runs the process by which top level domain names are established

· Maintains the stability of the internet

· Makes sure that each IP # only points to one website

Final Report of the WIPO Internet Domain Name process:  1999 p. 661

-  Administrative Procedure Suggestion
· Should adopt a dispute resolution policy procedure for domain name disputes

· This procedure should be limited to:

· 1)  Bad faith

· 2)  Cybersquatting

· Procedure would be quick and all online

· Remedies:  Canceling domain name or transferring to complainant

-  Exclusions for Famous and Well-known Marks
· Famous or well-known mark owners (on a widespread geographic basis) can exclude all uses of the mark.

· In other words, only the owner of the TM can register the mark as a domain name.

· The exclusion will act as a evidentiary presumption
· Places the burden of the justification of the domain holder where name is misleadingly similar (& used in a way that would damage interests of the owner)

-  New gTLDs (Generic top level domain names) – Such as .com, or .biz
· Co.’s have apprehension w/ introduction of new top level domain names (such as .biz)

· Many businesses had to fight for the rights to their .com name, now they will have to go through the process all over again.

UDRP - Uniform Domain Name Dispute Resolution Policy (Approved by ICANN):  1999 p.663

**  4(a)  Mandatory Administrative Proceeding:  P must prove,

· 1)  Domain name is identical or confusingly similar to a TM or service mark in which the complainant has rights, and

· 2)  D has no rights or legitimate interests in respect of the domain name, and

· 3)  Domain name has been REGISTERED and is being USED in bad faith.
*  4(b) Evidence of Registration and Use in Bad Faith:

· Registered primarily for the purpose of selling domain to the P. or competitor or for valuable consideration, or

· Registered to prevent the owner of a TM from registering (if there is a pattern of this), or

· Registered mark primarily for disrupting business of competitor, or

· Intentionally attempted to attract, for commercial gain, users to site (With the P’s mark as the source or use on site.

§4(d) - is controversial – P in the case chooses the judge

· WIPO is chosen most often, and P’s are favored more often

· Critics said it was in the organizations best interest to find for P’s because it was good for their business to get cases.

§4(g) – Sets out fees – paid by the complainant – Usually just one person deciding with no 

appellate body.  Usually then must take to federal court if not pleased with decision.

§4(i) – Remedies provision – Under UDRP, only get transfer of the domain name or 

cancellation.  However, 99% of cases result in default.  

· Many of the defaults were cybersquatters who had hundreds of domain names

· Critics say this high default rate
Class:  NO weight is given to a UDRP decision in a Federal Court.

Notes:  ICANN does not actually participate in the proceedings.

-  Court proceedings:  Administrative proceedings do not prevent court proceedings (either before or after the administrative proceedings)

World Wrestling Federation Entertainment v. Bosman:  (Administrative proceeding) 2000 p. 666

-  D registered P’s name as a domain name in Australia.  P registered TM & service mark in ‘89 & ’85 - D registered the domain name in ‘99

-  D contacted P a few days after registering-told them that the primary purpose for registering the name was to sell it to the P. D did not develop or advertise the site. Name is not related to D
Decision:  Registration of domain name must be turned over to Complainant

· 1)  Domain name is identical to P’s name

· 2)  D has no interest in P’s name

· 3)  D tried to sell it 3 days later

· *  This is evidence of registering in bad faith
Issue:  Did D use the site in bad faith?  (Since he didn’t actually use the site)

-  ICANN requires evidence of registration and use of a domain name in bad faith

-  **  Circumstances indicating that you registered or have acquired domain name primarily for the purpose of selling or transferring domain name for valuable consideration is evidence of registration and use of a domain name in bad faith
· In this case, since D registered with intent to transfer to P, this meets the requirement for Registration and use of a domain name in bad faith.
Panavision:  D’s intention to sell the name was “use of P’s mark”

Telstra v. Nuclear Marshmallows (Administrative Proceeding):  2000 p. 669

-  P is largest co. on the Australian stock exchange. D is unregistered bus. w/ address of a PO box

-  D did not try to sell the site to anyone

Decision:  Registration of domain name must be turned over to P

-  *  The first 3 factors of evidence of registration of use in bad faith DO NOT require Positive actions – They can be met by inaction

· They only require the holding of the domain

· However, the 4th factor requires a positive action

Issue:  Is the site registered and used in bad faith?

-  * *  Being used and registered in bad faith is not limited to positive Actions by D

· ** Inactivity can amount to bad faith

Reasons why D acted in Bad Faith:

1) P’s mark is widely known 2) D’s showed no evidence of good faith, 3) D took active steps to conceal identity, 4) D did not correct contact details, 5) Not possible to conceive of any use that would not be illegitimate

· Notes:  Since its inception 80% of cases have been won by P.

Class:  ** Eliminated the 2 requirements for Registered AND Used in Bad faith

-  They basically say that if it is registered, and they are passive, then it is enough under 4a3

-  UDRP Doesn’t give as much weight to free speech as the US courts do

      -  You might lose in UDRP, but then you will have to appeal to US courts

· Fed. Courts don’t give any weight to UDRP decisions

IX. Permissible Uses of Another’s Trademarks

i. §33(b)(4)

a.   Fair Use of Another’s Trademark:
R.G. Smith (D) v. Chanel (P):  1968 p. 696

-  D made cheap perfume duplicates of famous perfume brands. D’s Ads says:  Makes duplicates

-  Ads suggest a blindfold challenge between Chanel #5 and D’s 2nd Chance

-  Listed the Names of known Fragrances with D’s fragrances

-  Issue:  Whether one who has copied (an unpatented product) sold under a TM can use the TM in advertising the product he has copied.

Decision:  ** Can use name in ads as long as it does NOT contain misrepresentations or create a reasonable likelihood that purchasers will be confused as to the source, identity or sponsorship of the advertiser’s product.

* Holmes:  Companies must be allowed to explain to the public what they are copying (since it is legal to make the copies)

-  *   The only legally relevant function of a TM is to impart information as to the source of sponsorship of the product.

-  Courts have confined the legal protection to the TM’s source identification function for reasons grounded in public policy (Favoring free competitive economy)

** Protecting TM for reasons other than source Ident. creates anti-competitive Consequences:

1)  TM acts as a Symbol:  TM’s often do not convey information as to quality or prices.  Therefore the TM owner is insulated from the normal pressures of price and quality competition.

2)  Consumer Allegiance:  Allegiance is built over years.  This makes the barriers to entry more difficult.  Creates higher and excessive costs of sales promotion to enter market.  

3)  Won’t be able to copy:  Imitation is the life blood of competition.  Public loses the ability to imitate if imitators can’t tell the public what it is the equivalent to.  This would extend the monopoly of the TM to the monopoly of the product.

** Counterarguments why TM values should be protected for reasons other than source ident.:

1)  Free Ride:  Competitor should not be allowed to take a “free ride” on the TM’s owner’s widespread goodwill and reputation.

-  However, P is not entitled to monopolize the public’s desire for a product even though they themselves created the desire at great effort and expense.

-  P’s reputation is NOT at stake.  D’s ad says product is their own.  If product inferior, D suffers

2) Threat to Uniqueness:  Creates a serious threat to the uniqueness and the distinctiveness of the TM.  If continued, the TM could become generic or descriptiveness.

-  However, the term is NOT used here as generic.  Also don’t label their bottle with P’s TM.

Notes:  Today Chanel would be decided in the 9th Cir. As a “nominative” fair use.

Brother Records (Beach Boys) v. Jardine (Beach Boys Family & friends):  2003 p. 701

-  P was created to administer IP rights for the Beach Boys.  (Includes 4 members including D)

-  D toured as “Beach Boys family and Friends” - D argues:  Classic fair use, nominative fair use 

Decision:  No classic or Nominative Fair use defense.

**  Classic Fair Use Analysis:  D uses P’s mark only to describe his own product (and not at all to describe P’s product)

-  Ex:  Magazine called “Young Entrepreneur” even though “Entrepreneur” has a TM as a mag.
D argues (in alternative):  Mark used describes only himself (as a founding member of the Beach Boys) and not in describing P’s product at all.  

** §33(b)(4):  Applies only to marks that have both primary and secondary meaning, and only when the mark is used in its primary descriptive sense (rather than its secondary TM sense)
-  *  Classic Fair Use basically prevents TM owner from getting exclusive use of a descriptive term and preventing others from accurately describing a character of their goods.


* Where D uses P’s mark in its primary, descriptive sense & in good faith, D’s use is 

not infringement

*  TM protection only extends to the secondary TM meaning of a descriptive mark (not to the primary descriptive meaning of the term)

*  Classic fair use can be used so long as the mark carries a descriptive Primary Meaning, and a TM’d secondary meaning (Whether term is descriptive, suggestive, arbitrary, or fanciful)

-  In this case:  *D did not use the term in its primary Descriptive sense (Boys who go to the beach).  D used the term in its secondary TM sense (as the band). – No Classic use defense
** -  Likelihood of Confusion:  Classic fair use defense is Not available if there is a likelihood of confusion as to the origin of the product.  Here there was actual confusion by promoters.  

-  So even if the classic fair use doctrine would appear to apply, it would not be available b/c of a likelihood of confusion.

**  Nominative Fair Use Analysis:  Where the D has used P’s Mark to describe P’s product (even if D’s ultimate goal is to describe his own product).

Ex:  D uses “Volkswagen” in sign - “Modern Volkswagen Porsche Service” to sell own goods

D argues:  Mark used refers to P’s product

-  Nominative fair use defense is available only if the use of the TM does not attempt to capitalize on consumer confusion or to appropriate cachet of one product for a different one.

** 3 Requirements for Nominative Fair Use Defense:

1)  Product must be one that is NOT readily identifiable without the use of a TM


-  Here, Impossible to refer to Beach Boys without using the TM

2)  Only can use as much of the mark as is reasonably necessary to identify the product


-  Here, Didn’t use a logo of P or anything else

3)  The user can’t do anything that suggests sponsorship or endorsement by a TM holder

-  However, “Beach Boys” is more prominent than “family and friends” - suggests sponsorship
**  -  There is also actual confusion (Although Nominative Fair use Analysis replaces the likelihood of confusion analysis)  -  No nominative fair use

Class:  *  Primary meaning and secondary meaning

· Ex:  Primary meaning of Apple – Fruit

· Ex:  Secondary meaning of Apple – Computer Co.

-  P only has the rights for the secondary meaning.  They do not maintain the rights for the primary descriptive meaning.

-  Problem:  Weren’t using the term “Beach Boys” as boys on the beach.  He was using it in a way that is confusing to consumers

Notes:  Why not use the Likelihood of Confusion Test with Nominative Fair Use Test?

1)  When using the TM nominally, TM is identical to P’s mark.  Likelihood of confusion test focuses on the similarity of the mark.  This would lead to an incorrect conclusion that virtually all nominative uses are confusing.

2)  3-factor nominative fair use test better addresses the concerns regarding the likelihood of confusion in nominative use cases.

Classic Fair Use:  §33(b)(4)

· Preserved defense against the incontestable registrations

· If used fairly and in good faith only to describe goods or services of such party or their geographic origin.

Nominative Fair Use:  §43(c)(4)

· Fair use in comparative Commercial advertising or promotion to identify competing goods or services of the owner of a famous mark

Joy of Six:  P got TM for term “joy of six.”  Bulls won their 6th championship and D used the term on the newspaper cover.  D then sold copies of paper and other goods with the term.

· Classic Fair Use:  D didn’t use the term as a source identifier for its paper.  Used the term in good faith.  D historically sold the newspaper reporting the Bulls championships

Fair Use of Names:

-  § 33(b)(4) -  Defense to incontestable registration – The use of the party’s individual  name in his own business (or of anyone working in the business)

· Ex:  “Waterman” was allowed to use full name and must include the express statement disclaiming the affiliation with senior user.

-  *  Courts recognize the policy interest in permitting breathing space for fair use of own name.  Ex:  Gucchi’s grandson was not allowed to use the term “gucchi” on designs.  But was allowed to use “designed by Paolo Gucchi” on the labels

· Use of names is often a matter of equities.  Ex:  Levitt signed agreement for co. to use the name Levitt.  Levitt started another company and used his name.  Company.

· Levitt was not allowed to use his name on the new development or publicize the prior connection with Levittown

Geographic Indicator
§33(b)(4) Generally will be allowed to describe where product is from.  Classic fair use analysis.

KP permanent make-up (D-used term) v. Lasting Impression (P–TM owner):  2003 Handout – Declaratory Judgment

-  P has TM for “micro colors” square logo – D uses “micro colors” on products and brochures

Lower Court:  Mark is Generic (or descriptive)  - D could use the mark

-  P used term in ’92, registered it in ’93 – D used the term in ’90, on bottles ’91, brochures ‘99

D argues:  1)  TM registration does not give the right to term “micro colors” separate from the logo, 2) TM is generic, 3) Fair Use, 4) No secondary Meaning, 5) P used “micro color” in generic sense (can’t argue it’s not generic), 6) D’s continuous prior use

Decision:  Not generic - Remand

Issue:  Are the words “micro colors” themselves protected or only the entire logo?

*  In Park N Fly, b/c the most salient feature of the logo mark was words (“park N Fly”), the infringement of the word mark registered would also be an infringement of logo mark)

-  Words “micro colors” are most salient features of the mark (and are the focus of the inquiry)

Genericness  -  Not generic
Descriptiveness -  ** Incontestable registration is conclusive evidence that the mark is non-descriptive or has acquired secondary meaning.

**  Fair Use and Likelihood of confusion
-  Nominative Fair Use:  Uses TM holder’s mark to describe the TM holder’s product, even if the alleged infringer’s ultimate goal is to describe his own product.  

· Also occurs if the only practical way to refer to something is to use TM’d term

-  Nominative fair use analysis replaces the likelihood of confusion test
-  *  For nominative use, D must show:

· 1)  Product is not readily identifiable without the use of the TM
· 2)  Only so much of the mark is used as is reasonably necessary to identify the product

· 3)  User of the mark did nothing that would suggest sponsorship by TM holder

· With Classic fair use, must analyze the likelihood of confusion (No classic fair use defense is available if there is likelihood of confusion)

-  Classic Fair Use:  Uses to describe own product and not TM holder’s product

-  This case is a classic fair use case:

· D uses the term to describe its own products (Not P’s)

· **  D can only benefit from the defense if there is no likelihood of confusion between the uses of the terms

Class:  In 9th Circuit, as D, you have to show that there is NO confusion to use classic fair use.  

**Paradox:  If there is a likelihood of confusion, then there is no affirmative defense.

· (In other words:  This case is saying, you can only use that affirmative defense if there is no likelihood of confusion.  But if there is NO likelihood of confusion, then there is no need for the affirmative defense)
**  Supreme Court Decision:  9th circuit result is illogical – Rejected (Eliminates the paradox)

**  Can have Likelihood of confusion and still use affirmative defense of Classic Fair Use

· But it can be considered as one factor in determining Classic fair use 

· * Factor in determining good faith
b. Use of Another’s Trademark in Parody or Speech:
Anheuser Busch (Michelob) v. Balducci Publicastions (Snicker Magazine):  p. 735 1995

-  P owns TM for bottle design, “Michelob” and slogan “One taste and you will drink it dry”

-  D publishes humor magazine with mock advertisement for “Michelob Oily” on the back of the magazine.  Contains extremely small statement that it is an editorial by D
Decision:  Use of name and image infringes on P’s TM – Likely to confuse consumers

D argues it is a parody:  1)  Effect of environmental pollution (recent spill in river where the P gets its water), 2) P closing plant, 3) Proliferation of brands and ads by P

-  Survey evidence showed that a) 58% felt D had to get permission from P to use images, b) 75% did not find it to be satirical, c) only 3.5% noticed the disclaimer

-  Lower Court:  Special sensitivity should be given to first amendment rights.  More persuasive evidence is needed than simple “likelihood of confusion”

Likelihood of Confusion 

· P has a strong mark and D’s use is very similar to that of P’s

· Although P & D don’t compete, the ad appears on the back cover where real ads are often place.  This can cause confusion.

· Intent to parody is not the same as the intent to confuse.  

· However, no steps were taken to notify the viewers they were viewing a parody.

**  Fair Use Doctrine does not entitle a parodist to copy everything needed to make the best parody – Rather, only entitled to copy the portion necessary to “conjure up the original”

· The intent and degree of care – Presented a significant likelihood of confusion

Actual confusion – 6% actually thought ad was for P.  Enough actual confusion in some courts

*  Lower court was wrong:  There is a likelihood of confusion.

**  Courts should analyze likelihood of confusion first, & then look at the 1st Amendment issues

1st Amendment
-  *  TM protection is not lost simply because the allegedly infringing use is in connection with a work of artistic expression.  There is no absolute 1st Amendment Right

· ** Parody contained in an obvious editorial context is less likely to confuse, and thus more deserving of protection than those displayed on a product.

· Parody creating a likelihood of confusion may be subject to a TM infringement action

-  *  It is appropriate to weigh the public interest in free expression against the public interest in avoiding consumer confusion. - (This takes the likelihood of confusion test into account as to the source of the goods in question)

-  *  Confusion might be tolerated if it is even plausibly nec. to achieve the desired commentary  In this case However, confusion is not necessary for D’s stated purpose.

· **  (D should have put obvious disclaimer, put the ad in a less confusing location [not the back of the magazine], or altered the TM’s)

· *  Parody must convey that it is not the original

Class:  If alternative avenues of communication are allowed to communicate the point, the publisher will often be enjoined

Distinguishing Parody from Satire:

Ex:  Using oil co. logos to comment on President’s policies

Parody:  Uses terms to make fun of the companies policies themselves

Satire:  Comment on the president’s policies

-  Becomes a political issue:  Do you believe oil companies are involved in military like situations, or are they simply industrial companies

Mattel (Barbie) v. MCA Records (Band performed “Barbie Girl”): 2003 p. 742 

-  P – Has TM for Barbie (Which has become a cultural Icon) D – Band wrote song “Barbie Girl”

Decision:  D’s use of the TM was not infringing on P’s TM

*  If we ignore the expressive value that some marks assume, TM rights would encroach upon the zone protected by the 1st Amendment

-  TM owner can’t control public discourse when public uses a mark with meaning beyond its source identifying function

Parody
-  Song pokes fun at Barbie and the values the band pretends she has.  Song does not poke fun at other subjects other than Barbie.

-  *  In Dr. Seuss, there is no protection where D used Dr. Seuss book to make a critical statement on something other than the actual book.  (No 1st Amendment protection)

· This case is different because D uses TM to comment on the actual TM

***  Parodist whose expressive work aim commentary at a TM are given considerable leeway. (But, expressive work that makes no comment on the mark is NOT permitted TM use.

Title

-  Consumers do expect a title to communicate a message about the book or movie, but do NOT expect the title to identify the publisher or producer.

Ex:  Consumer doesn’t believe Janis Joplin and Mercedes entered a joint agreement

-  Title with “Barbie” does not mislead the consumer as to the source of the song

· Doesn’t suggest that Mattel Produced the song

Dilution
P argues 1) song diminishes mark’s capacity to identify and distinguish Mattel Products, and 2) song tarnishes the mark because it is inappropriate for young girls.

· **  Permitted Dilutive Exemptions of Fair Use §43(c)(4):  

· 1)  Comparative Advertising

· 2)  News Reporting & Commentary

· 3)  Non-Commercial Use

-  Dilution law is different from TM law because it protects the mark from association in Public’s mind with wholly unrelated goods and services.

-  Dilution does not require showing of consumer confusion

**  Non-Commercial Use:  Use that consists of entirely noncommercial or fully constitutionally protected speech.

**  Commercial Speech:  Does no more than propose a commercial transaction.  If it does more than propose a commercial transaction, then it is entitled to first amendment protection

· Ex:  Altered Dustin Hoffman image was protected under the 1st Amendment even though it helped sell magazines.  There was humor and editorial comment on classic movies

**  Where the commercial purpose is entwined with the expressive elements, it is protected.

· *  Since Barbie girl is not “purely Commercial speech” it is fully protected

Notes:

-  Cliff Notes case:  More of a risk of confusion is tolerated when the TM holder seeks to enjoin artistic expression such as a parody.

-  Parody:  (For © purposes) Art form in which borrowing from an original is tolerated because art form required parodist to invoke original for the purpose of criticizing the original.

-  Satire:  art form that may use other’s work as a vehicle to make a general social commentary or critique.  (where the original work is not the target of the commentary)

·  Can stand on its own 2 feet and so it requires justification for the very act of borrowing.

-  Dissent in Gay Olympics case:  Olympics has a special meaning in the public.  There is a problem if Congress is denying the use of the word to the people.

· This suppresses ideas

· Expressing the same idea without the use of “Olympics” would be very clumsy

X. Remedies

i. Statutory Sections:  §34-38

a.
Injunctive Relief

Goto.com v. Disney:  2000 p. 869  (Facts discussed earlier – D infringed on P’s mark with site)

Decision:  Injunction - There is a likelihood of success, so can assume irreparable injury

** Plaintiff is entitled to Preliminary Injunction in TM case when it demonstrates:

1) Combination of “probable success on the merits” & “possibility or irreparable harm”, (** however, since irreparable injury may be presumed from a showing of the likelihood of success, only look at whether there is a likelihood of success) -  OR

2) Existence of “serious questions going to the merits” and that the “balance of the hardships tips sharply in P’s favor”

-  **  However, P is entitled to a preliminary injunction in a TM case simply when it shows a likelihood of confusion.

D argues:  Laches – TM holder allowed infringing use for lengthy period of time

-  However, P objected to use of mark right away.  It only took a few months for the filing.

D argues:  Unclean Hands – P altered the logo to look like D’s logo.

-  However, many versions that looked like D’s before D launched its site

D argues:  Injunction too vague and broad
-  However, This gives D adequate notice.  The burden is on D to determine how to comply with the injunction (since they are the infringer)

- FRCP §65(c) – Gives the court discretion as to the bond amount

-  Notes:  §34 – Courts have the power to grant injunctions (according to Equity)

Status Quo:  Preliminary injunction is equitable remedy intended to preserve the status quo.

· *  Injunction can be granted on a likelihood of confusion (Don’t have to show actual confusion or actual damage)

· One court even found that the infringing merch. does not have to be avail. to the public.

Scope of Injunction:  Court can also limit the type of use the D can make of the mark.  (instead of absolutely prohibiting it).  Especially when D has a limited right to use the mark (like a personal name) or because the D has rights within a geographical area.

· WIPO §15 – Discourages global injunctions.

Safe Distance:  6th Cir. Found that a competitive business convicted of unfair competition should be require to keep a safe distance from the margin line

· Ex:  They shouldn’t use a name that is even close to being infringing.

Mandatory Injunctions:  The conditions contained in an injunction may order a D to take affirmative steps (like labeling a disclaimer) that the court believes will dispel confusion.  

Recall: Court can demand the recall of infringing goods.

Destruction:  §36  The court can order the destruction of goods (usually for counterfeit goods)

· Ex Parte Seizure:  Some restraining orders permit the seizure of counterfeit goods (because normal civil remedies are ineffectual)

b. Monetary Relief

Lindy Pen co. (P) v. Bic Pen co. (D):  1993  p. 877

- P & D both marketed Pens for accountants and auditors.  D voluntarily stopped using the “auditor’s” name, and P got the TM for “auditor’s”

- Years later, D found that 3 other companies were using “auditor’s” and D used mark again.

Trial Court:  Accounting of profits is inappropriate b/c use was innocent.  

Decision:  No damages because no proof of direct injury or lost profits

· * When determining a Remedy in a case, courts should consider:

· 1)  Nature of infringing actions,

· 2)  Intent they were motivated by

· 3)  Actuality of adverse effects upon the aggrieved party

-  There is only an abuse of Discretion in determining damages when there is no evidence on which a judge could rationally have based that decision.

** §35(a) – Awards monetary remedies in TM infringement cases for:

· 1)  Any of D’s profits

· 2)  Damages to P, and

· 3)  Costs of the action (for the law suit)

1)  Accounting of Profits:  *  P only has to show D’s sales (D must prove other costs)

*  Where the TM infringement is “Deliberate and Willfull,” more than injunction is needed

P argues:  D willfully infringed.-  One court has equated Willful infringement to Bad Faith

-  *  Accounting of profits is only proper where D is attempting to gain the value of an established name of another.

· No willful infringement here –

· *  P’s business is in decline (D not gaining value from P’s name)

· Outside counsel for D worked on the earlier case, so D may not have had knowledge of P’s mark.

· No evidence of actual confusion

· P’s mark was weak.

· Penalty here would be too harsh

2)  Award of Damages
-  *  To provide award of damages, P must prove both:


1)  Fact, and 


2)  Amount of Damages

-  Damages are typically measured by:

- 1) direct injury which P can prove + 2)  lost profits would have earned but for the infringement

-  *  Since injury is difficult to prove, Court can award damages based on D’s profit on theory of unjust enrichment.

-  In this case:  P didn’t reasonably forecast D’s profits.  The calculations they did give included items where there was no Likelihood of confusion.

· There must be a reasonable basis for damages.

· No damages where remote and speculative
-  *  P had access to discovery of D’s records in which a reasonable estimate could be accomplished.

Award of Treble Damages and Attorneys’ Fees
§35(a) (b) – There is an award of treble damages & attorneys fees where there is intentional infringement
In this case:  No intentional infringement

· ** §35(a) “Exceptional”:  TM case is “exceptional” for the award of attorneys fees when the infringement is malicious, fraudulent, deliberate, or willful.
D’s cross appeal
D argues:  The finding of actual confusion is necessary in order for the P to recover damages.

- *  The inability to show actual damages does not alone preclude a recovery under §35.  Court should look to the totality of the circumstances
-  In this case, there is evid. that at least one distributor switched products.  This is enough proof.

George Basch v. Blue Coral:  1992 p. 885

-  D sold card products in a confusingly similar trade dress of P’s products

· Trial court:  Allowed D to sell off remaining inventory, but stopped future use.
*  P must establish that D engaged in willful deception for the award of profits
· * For Damages, must show:

· 1)  Actual consumer Confusion, or

· 2)  Deception resulting from the violation

· P failed to show evidence of either

· Cases are ambiguous as to whether Deceptive conducts is necessary basis for accounting

Normally only accounting for profits if:
· 1)  D is unjustly enriched,

· 2)  P sustained damages from infringement, or

· 3)  Accounting is necessary to deter a willful infringer from doing so again

** Decision: ** Under any theory, D’s willful deceptiveness is a prerequisite for profits.

1)  Unjust enrichment:  

-  D is accountable for profits when P can show that if NOT for D’s infringement, D’s sales would otherwise would have gone to P.

· (This is simply another way of requiring the showing of actual consumer confusion)

Rationale:  Was upholding award for fraud  (Therefore it seems that to find D’s enrichment unjust, there must have been willful deception)

2)  Where P’s damages:

-  Since it is hard to determine causation behind the diverted sales, P must only prove the sales of D’s articles bearing the infringing mark.

-  Sales awarded to P unless D can show that infringement had no relationship to the earnings

-  P still has to show consumer confusion for infringement

-  Some have said that bad faith is required for the accounting of liability

3)  Deterrence:  Have awarded solely upon a showing of D’s fraud.  

-  This deters public fraud

Conclusion:  *  P must prove that infringer acted with willful intent to deceive the public before the infringer’s profits are recovered by way of accounting.

· Dissent:  Jury found Intentional copying – Therefore, creating a likelihood of consumer confusion is enough to support that D was unjustly enriched.  

Notes:  Do damages and accounting of profits overlap?  Is so, the court must make sure there is NO Double Recovery
Competitors:  Some courts only award profits where parties are competitors (in geography & product similarity)

- 2nd Cir. Has found that failure to perform TM search is not enough (by itself) to prove bad faith.

-  While Good faith is often a valid defense for claim of monetary relief, it is NOT an absolute defense to claim for damages

-  Punitive Damages:  Punitive damages are not available under the LA

-  Compulsory Licenses:  Prohibited by Art. 21 of TRIPS

Counterfeiting:  §35 awards damages and attorney fees more routinely for counterfeiting

c. Protection against Counterfeiting

i. Civil liability for counterfeiting

-  32(1)(a) – Refers to counterfeiting.  

Counterfeiting:  Spurious mark which is identical with, or substantially indistinguishable from a registered mark.  (§45 definition)

-  Issue:  Consumers might not actually have any confusion at the point of sale.

§34(d) – TM owner can obtain ex parte seizure order against a counterfeiter.

§35(b) – Mandatory treble damages and attorneys fees

§34(c) – Statutory Damages from $500 ( $1 mil.

*  However, §34 & 35 remedies rely on a tighter definition of Counterfeit mark:

1.  §34(d)(1)(B)(i)  - Counterfeit of mark Mark that is

ii. 1)  Registered with PTO, 2) Offered for sale or distributed, and 3) In use (whether or not the person against whom relief is sought, knew such a mark was so registered

OR

2.  §34(d)(1)(B)(ii) – Counterfeit mark is:

iii. Spurious designation that is identical with, or substantially indistinguishable from, a designation that this section covers

1. **  However, does not include any mark where manufacturer or producer was authorized to use the mark at the time of manufacture or production in question.

iv. Criminal liability for counterfeiting

Trademark Counterfeiting Act of 1984:  p. 689

§2320 -  Intentionally traffics (or attempts to traffic) goods or services and knowingly uses a counterfeit mark on or in connection with such goods or services.

· Higher Punishment if already convicted of counterfeiting

· Destruction:  Gov. can destroy counterfeited articles

· Defenses:  All LA defenses and limitations on remedies are available.

-  P can submit statement that identifies the extent and scope of the injury and loss (including the estimated economic impact of the offense)

-  Producers & Sellers (in addition to IP rights holders) can submit such statements.

-  Definition of Counterfeit mark:

· 1)  Mark used in connection w/ trafficking of goods and services

· 2)  Identical or substantially indistinguishable from the mark registered with the PTO, and

· 3)  Use of which is likely to cause confusion
· OR

· Designation that is identical or indistinguishable from a designation (But term does not apply to any work that the manufacturer was authorized to use at the time of manufacture)

· Traffic:  Transfer (of goods or services) as consideration of value

v. Protection against counterfeit imports

Ross Cosmetics v. US:  1994 p. 692

§42 forbids importing goods that “copy or simulate” a TM registered with the PTO

-  Copying or Simulating the Mark:  An actual counterfeit of recorded mark or name or one that so resembles it as to be likely to cause public to associate copying or simulating of mark

· §43(b) forbids importation of goods that violate 3(a)

· 3(a) – Anyone who uses in commerce any word or symbol that:

· 1)  Is likely to cause confusion, or

· 2)  Misrepresents the characteristics of goods

-  Penalty:  Counterfeits shall be seized and forfeited for violations of customs laws

Counterfeit v. Confusingly Similar:

**  Customs has 2 types of cases:

· 1)  Counterfeit
· Marks recorded with Customs:  Subject to seizure & forfeit under 1526(e)

· Marks NOT recorded with Customs:  Subject to Seizure & forfeit under §1595a(c) for violating §2320 (Criminal Counterfeit Act)
· 2)  Confusingly Similar
· Marks recorded with Customs:  Subject to seizure & forfeit under §1595(a)(c) for violating §42
· Marks NOT recorded with Customs:  Not prohibited for Importation

Counterfeit v. Mere infringement:

1) Counterfeit merchandise

-  Counterfeits must be seized and forfeited

2) Merely infringing Goods (Likely to cause public confusion)

-  MAY be seized.
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